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Dorotuy Sturges v. CrarkeE D. Pease, INc., anp Puitip ELtINGa, 
CoLLECTOR OF THE Port or New York 


United States Circuit Court of Appeals, Second Circuit 
March 9, 1931 


Trapve-Marks—ImportTaTion OF Goops BearING AMERICAN-OWNED TRADE- 

Marx—Sec. 401 or Tartrr Act—Meanino or Term “Mercuan- 

DISE.” 

In an action brought to restrain defendant from interfering with 
the importation by appellant of an automobile bearing the trade-mark 
“H-S,” owned by an American corporation, under Sec. 401 of the 
Tariff Act, held that the word “merchandise” as used in said act 
covers automobiles, even though imported solely for personal use. 

Trave-Marxs—Sec. 401 or Tarirr Act—Ricut to Import Genuine Goons 

Sotp in THE Unrrep Srates unpver Recisrerep Trape-Mark. 

Section 401 of the Tariff Act does not prevent importation of the 
goods themselves, but only when bearing the foreign trade-mark, its 
purpose being to protect the American owner in his right to control 
the mark in this country. 

Trapve-Marxs—Sec. 401 or Tarrrr Act—ConstitTuTionatiry. 

The contention that Sec. 401 of the Tariff Act is unconstitutional 
held unfounded, inasmuch as the courts have repeatedly held that 
Congress has power to regulate the type of merchandise imported into 
the country, and that merchandise legally purchased and used else- 
where may be prohibited from entry and use here. 


In equity. Appeal from the United States District Court, 
Southern District of New York, in an action to restrain the Collec- 
tor of the Port of New York from refusing entry of goods under 
an American-owned trade-mark. From a decree dismissing bill of 
complaint, complainant appeals. Affirmed. 


Alexander C. Dick (of New York) and Knickley, Allen, 
Tillinghast, Phillips §& Wheeler (of counsel), of Provi- 
dence, R. I., for complainant-appellant. 

Falk § Orleans for Clarke D. Pease, Inc. (Samuel Falk, of 
counsel), for defendant-appellee. 

Robert E. Manley, Acting United States Attorney, Harry G. 
Herman, Assistant United States Attorney (of counsel) 
for Philip Elting, Collector, defendant-appellee. 


Avaustus N. Hanp, C. J.: This appeal raises the sufficiency 
of the amended bill of complaint. The amended bill alleges that 
the complainant purchased a second-hand Hispano-Suiza auto- 
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mobile in Paris, France, for 80,000 francs and attempted to import 
it into the United States; that it arrived on the S. S. Lafayette at 
New York on May 26, 1930, and bore on it in various places the 
trade-mark “H-S,” owned and registered by the defendant, Clarke 
D. Pease, Inc., a New York corporation; and that a copy of the 
registration had been filed with the Custom Authorities in New 
York pursuant to Section 141, Chapter 3, Title 19, of the United 
States Code. 

Complainant after the arrival of the car at New York made an 
appraisement entry in the office of the defendant Elting, as Col- 
lector of the Port, and demanded that the car be appraised, the 
duty fixed and after payment thereof possession be given to her. 
This demand was refused by the Collector on the ground that 
under §§ 141, 142 and 143 of Chapter 3, Title 19, of the United 
States Code, it was unlawful to import the automobile without 
written consent of Clarke D. Pease, Inc., because the latter had 
registered and filed the trade-mark which the car bore. The com- 
plainant thereupon requested from Clarke D. Pease, Inc., written 
consent to the importation of the automobile for her personal use, 
and not for resale, but such permission was refused. 

Upon the foregoing state of facts the complainant sought a 
decree directing the Collector to deliver the car to her upon pay- 
ment of lawful duties and enjoining Clarke D. Pease, Inc., from 
requiring the Collector to detain the car by reason of the trade- 
mark or from in other ways interfering with her use of it. 

Two causes of action are set up in the amended bill. The 
first is based upon the contention that the statute relating to the 
importation of merchandise of foreign manufacture bearing a trade- 
mark owned by a citizen of the United States is inapplicable to 
articles intended only for the personal use of the importer; the 
second upon the contention that if the statute in terms covers 
such articles it is unconstitutional. The court below dismissed 
the entire bill and from its decree this appeal has been taken. 

The statutory provisions which affect the case are contained 
in Title IV of the Tariff Act of September 21, 1922, and are the 
following: 





ee 





~ ols ee 
) ia ieee 











DOROTHY STURGES V. PEASE AND ELTING 169 


“Section 401. When used in this title— 
i * + 


“(c) MERCHANDISE.—The word ‘merchandise’ means goods, wares 
and chattels of every description and includes merchandise the importation 
of which is prohibited.” 


* * * * 


“Sec. 526. (a) That it shall be unlawful to import into the United 
States any merchandise of foreign manufacture if such merchandise, or 
the label, sign, print, package, wrapper or receptacle, bears a trade-mark 
owned by a citizen of, or by a corporation or association created or organ- 
ized within, the United States, and registered in the Patent Office by a 
person domiciled in the United States, under the provisions of the Act 
entitled ‘An Act to authorize the registration of trade-marks used in com- 
merce with foreign nations or among the several States or with Indian 
tribes, and to protect the same,’ approved February 20, 1905, as amended, 
if a copy of the certificate of registration of such trade-mark is filed with 
the Secretary of the Treasury, in the manner provided in section 27 of 
such Act, and unless written consent of the owner of such trade-mark 
is produced at the time of making entry. 

“(b) Any such merchandise imported into the United States in viola- 
tion of the provisions of this section shall be subject to seizure and for- 
feiture for violation of the customs laws. 

“(c) Any person dealing in any such merchandise may be enjoined 
from dealing therein within the United States or may be required to 
export or destroy such merchandise or to remove or obliterate such trade- 
mark and shall be liable for the same damages and profits provided for 
wrongful use of a trade-mark, under the provisions of such Act of Feb- 
ruary 20, 1905, as amended.” 


The main ground on which the appellant rests her contention 
that these statutory provisions are not applicable to her case is that 
the Hispano-Suiza automobile which she seeks to import is not 
“merchandise” within the meaning of §§ 141, 142 and 143 of 
Chapter 3, Title 19, of the United States Code. Her counsel begins 
his argument by saying that the statutory definition of “merchan- 
dise” found in § 231 of Chapter 3, Title 19, of the Code is limited 
to Sub-title IV thereof and does not define the word when used 
in §§ 141, 142 and 143 which are contained in the prior Sub- 
title III governing merchandise of foreign manufacture bearing 
a trade-mark owned by a citizen or a corporation organized within 
the United States. This particular argument was induced by the 
words in § 231 of the Code which limit the definition to the use 
of the word “merchandise” in that particular sub-title. But as 
appears from the quotation from § 401 of Title IV of the Tariff 
Act of September 21, 1922, the definition of “merchandise” relates 
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to the use of the word wherever found in that Title and thus 
distinctly defines its meaning in § 526 (a), (b) and (c) of the 
Tariff Act. 

While the Act codifying the laws of the United States pro- 
vides that the Code shall establish prima facie the laws of the 
United States, it adds that: 


“In case of any inconsistency arising through omission or otherwise 
between the provisions of any section of this Code and the corresponding 
portion of legislation heretofore enacted effect shall be given for all 
purposes whatsoever to such enactments,” 44 U. S. Statutes at Large, 
part 1, p. 1. 


We are, therefore, confronted at the outset with the provi- 
sions of Title IV, Sec. 401 of the Tariff Act which define ‘“mer- 
chandise” in the most sweeping terms and state that the word 
“means goods, wares and chattels of every description and includes 
merchandise the importation of which is prohibited.” It requires 
much subtraction from the natural meaning of words to eliminate 
appellant’s car bearing the foreign trade-mark owned by a New 
York corporation from the.term “merchandise” as defined in the 
Tariff Act. 

But it is contended that the word “merchandise” naturally 
means goods imported for sale and that the statute was directed 
at goods intended for sale and not at property brought in for 
personal use and consumption. In this connection it is argued 
that the drastic statutory provisions in questions were only adopted 
to avoid our decision in A. Bourjois §& Co. v. Katzel, 275 Fed. 539 
[11 T.-M. Rep. 211], where we held that the importation and sale 
in the United States of an article made in a foreign country bear- 
ing a foreign trade-mark also owned in this country did not in- 
fringe the rights of the owner of the trade-mark in this country. 
That decision doubtless brought about the legislation by Congress 
and if the reversal of the decision by the Supreme Court in Bour- 
jois v. Katzel, 260 U. S. 689 ([13 T.-M. Rep. 69] 43 S. Ct. Rep. 
244), had occurred prior to the date of the Tariff Act the provi- 
sions in questions would not have been enacted at all. Coty, Inc. v. 
LeBlume Import Co., 292 Fed. at p. 269 [13 T.-M. Rep. 233]. 
But this fact does not settle the scope of the Act. 





SP be 


Aaah 


i GEE Mearns 29% 


* 








DOROTHY STURGES V. PEASE AND ELTING 171 


It is, of course, true that the appellant had a perfect right 
to buy and import the automobile in question, provided the trade- 
mark was removed; in other words, the statute does not prevent 
importation of the car itself but only importation of the car when 
bearing the foreign trade-mark. The object of this drastic statute 
is to protect the owner of a foreign trade-mark from competition 
in respect to goods bearing the mark. If such goods can be im- 
ported for personal use without his consent, they will be intro- 
duced into the country with the risk of ultimate sale. By such 
a system an opportunity would likewise be afforded for evasive 
importations when the real object was sale. But even though 
importation, as in this case, be for personal use, it is likely that 
any automobile thus imported will finally be turned in as part pay- 
ment toward the purchase of a new car or otherwise. Sales of 
cars bearing the foreign trade-mark and imported without the con- 
sent of Clarke D. Pease, Inc., interfere with its right to control 
the use of the mark in this country which was the apparent purpose 
of the congressional legislation. 

A mark betokening the origin of a car is an important element 
in its value and the American owner of the mark is entitled to 
have the benefit of such sales as are affected by it. Buyers are 
likely to purchase Hispano-Suiza cars from Clarke D. Pease, Inc., 
in order to secure the mark if they cannot otherwise obtain that 
advantage. If they are allowed to import for personal use without 
its consent, Clarke D. Pease, Inc., may certainly lose customers 
who would be willing to buy from them rather than possess cars 
bearing no trade-mark. To obtain such advantages the local owner 
of the foreign mark is given control of the importation of all cars 
bearing it. 

The term “merchandise” has been used to cover clothing and 
other goods imported for personal use; United States v. Chesbrough, 
176 Fed. 778; likewise to include opium and intoxicating liquors 
the sale of which is forbidden; United States v. Sischo, 262 U. S. 
165 (43 S. Ct. Rep. 511); United States v. 1,250 Cases of Intozicat- 
ing Liquors, 292 Fed. 486. In tax cases a yacht used as a pleasure 
boat, Tobey v. Kip, 214 Mass. 477 (101 N. E. 998), and household 
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furniture, Sullivan v. Ashfield, 227 Mass. 24 (116 N. E. 565), have 
been held to come within the term merchandise in tax statutes. But 
decisions construing the meaning of the word “merchandise” are 
hardly important where the statutory definition is so all-inclusive 
as the one here. 

In view of the foregoing, we hold that the appellant’s car 
is “merchandise” within the meaning of the statute. 

The contention that the statute if interpreted as above would 
be unconstitutional is without merit. It has been repeatedly held 
that Congress may regulate the type of merchandise which is 
brought into this country and that merchandise legally purchased 
and used elsewhere may be prohibited from entry and use here. 
Buttfield v. Strahahan, 192 U. S. 493 (24 S. Ct. Rep. 372); The 
Abbey Dodge, 223 U. S. 166 (32 S. Ct. Rep. 310); Cunard S. S. 
Co. v. Mellon, 262 U. S. 100 (42 S. Ct. Rep. 104). The question 
is really one of legislative policy. By the Tariff Act Congress 
adopted the policy of protecting the American owners of foreign 
trade-marks by most drastic means. However much we may differ 
with its policy, the wisdom of the legislation is for the lawmaking 
body and we cannot say that the means adopted were unadapted to 
the end sought to be attained. 

The decree is affirmed. 


Reip, Murpocu & Co. v. H. P. Corree Co. 
United States Circuit Court of Appeals, Eighth Circuit 
March 4, 1931 


Trape-Marks—INnFrinGeEMENT —“Monarcn” ano Device—Use or Worp as 

Grave-Marx—Insuncrion. 

After plaintiff and its predecessors had adopted and continuously 
used since 1878 a trade-mark for baking powder, canned goods, flour, 
spices and coffee, consisting of the word “Monarch” and a lion’s head, 
defendant’s use of the word “Monarch” alone as a grade-mark on 
packaged coffee, so printed as to simulate plaintiff's mark in appear- 
ance, held infringement; and a decision of the lower court denying 
injunction was reversed. 

Trape-Marxs—INFRInceEMENT—Svit—LacueEs. 

In the case at issue, where plaintiff did not learn that retail grocers 

were advertising defendant’s coffee as “Monarch” till 1925 and then 
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promptly protested, held there was no such laches as to preclude relief 
by injunction. 

In equity. Appeal from the United States District Court for 
the Eastern District of Missouri. Action for trade-mark infringe- 
ment. From a decision dismissing the complaint, plaintiff appeals. 
Reversed. 


Fred Gerlach (Douglas W. Robert, on the brief), for appellant. 
William H. Schaumberg (Roy M. Eilers, on the brief), both 
of St. Louis, Mo., for appellee. 


Garpner, C. J.: Appellant as plaintiff in the lower court, 
brought suit to enjoin the alleged infringement by the defendant 
of its registered trade-mark, and to enjoin certain acts of alleged 
unfair competition. The material facts as summarized by the lower 
court are substantially as follows: 

As early as August 13, 1878, plaintiff's predecessor registered 
its trade-mark for baking powder and cream of tartar. This trade- 
mark consisted of a tiger’s head with the word “Monarch” printed 
or engraved above the tiger’s head in large white and enameled 
letters, with the words “Baking Powder” in an angular scroll below 
the tiger’s head. In 1883 plaintiff's predecessor registered the 
word “Monarch” similarly printed or engraved, which has been 
generally used in connection with the head of a lion as a trade- 
mark for canned goods and other preserved fruits. In 1886 
plaintiff's predecessor registered the words “Monarch Mills,” 
printed in large white Gothic type above a lion’s head for the 
products of its “Coffee and Spice Mills.” In 1922 plaintiff regis- 
tered for practically all of its products, consisting of condiments, 
canned fruits, coffee, tea, canned meats, canned vegetables, flour, 
and divers cereals, another trade-mark. This last-mentioned trade- 
mark consisted of the word “Monarch,” printed or engraved in a 
crescent shape in large black Gothic capitals above its usual lion’s 
head. 

Defendant has never registered the word “Monarch” as a 
trade-mark, but uses this word now on packaged coffee and on 
coffee sold in sealed cans, printing or engraving the word on either 
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side in black Gothic capitals, so that it appears to simulate fairly 
closely the word “Monarch” as used by the plaintiff. Defendant 
has never used either the lion’s head nor the tiger’s head as a part 
of this designation. Defendant’s predecessors began business in 
1853. In 1886 Henry Petring, one of the original organizers, 
died, and the business was then carried on by two of his sons, one 
of whom died in 1925, and the other retired from the defendant 
corporation some two years before the commencement of this 
action. The predecessors of defendant used the word “Monarch” 
to designate coffee sold by it and its predecessors as early as 1879. 
Defendant’s predecessors sold in more than a dozen states, includ- 
ing the State of Missouri, large quantities of coffee branded “Mon- 
arch” on the containers as early as 1897. In 1907 defendant 
began to sell its roasted, packaged coffee, contained in paper bags, 
cardboard cartons and tin cans, extensively by mail, until at the 
time of the trial of this suit it had a very large business so carried 
on in many states. 

Defendant has never advertised extensively, if at all, while 
the plaintiff has spent, and is now spending very large sums of 
money in advertising its well-known “Monarch” brand of foods, 
drinks and condiments. At least since 1907, if ever, the defendant 
has not used the word “Monarch” to show the origin of its coffee, 
but since that time, of the twenty odd brands of coffee handled by 
it, only one was designated as its “Monarch” brand. It never 
used the word “Monarch” to designate any other of its goods or 
groceries, save and except coffee, and the word was used as a 
brand or grade-mark, rather than as a trade-mark. Defendant’s 
cans, paper packages and cardboard cartons used for the coffee 
sold by it, were of a different shape and color from those of the 
plaintiff. The printing, except as to the word “Monarch,” was 
also dissimilar in shape and color, and the word “Petring’s” ap- 
peared on all of the defendant’s packages. 

As early as 1925 numerous retailers of the defendant’s pack- 
aged and canned “Monarch”’ brand of coffee, advertised it in the 
local papers as ‘““Monarch” with no further identification, for the 
purpose of palming off a cheaper product for that of the established 
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brand of coffee put out by the plaintiff, and they succeeded in 
palming off on their customers this cheaper “Monarch” coffee 
of the defendant for the dearer and higher grade product of the 
plaintiff. This the retail dealers were enabled to do by reason of 
the fact that the packages and containers of both plaintiff and 
defendant bore the word “Monarch.” Customers were deceived 
because of these advertisements, which indicated that the coffee 
advertised was of the “Monarch” brand which had become widely 
known as the coffee put out by the plaintiff, and in the grocery 
trade generally, the word “Monarch” had come to mean the prod- 
ucts or goods of Reid, Murdoch & Company. This trade-mark 
had been used by plaintiff only on foods of a very high quality, 
which, under this trade-mark, had been widely advertised as such 
by the plaintiff at a very large expense. 

While buyers were misled by these acts of the retailers, the 
defendant did not directly connive with the retailers, except that 
it used the word “Monarch” as a brand-mark for one of its brands 
of coffee. A careful examination and comparison of the respective 
containers of the defendant and plaintiff would disclose a dissimi- 
larity, save for the use of the word “Monarch” on both classes of 
containers. 

The court concluded that the plaintiff was entitled to the trade- 
mark in controversy, but was not entitled to relief in the suit 
because: (1) Defendant had not connived with the retail merchants, 
nor participated in the acts of unfair competition, and hence, was 
not responsible therefor; and (2) that the plaintiff, by its laches, 
was estopped from now complaining of the defendant’s use of the 
word “Monarch.” These conclusions of the lower court are chal- 
lenged by plaintiff on this appeal. 

It appears that while the defendant made some use of the 
word “Monarch” in connection with its coffee, it was not a trade- 
mark use, but it was used as a grade-mark to designate or identify 
one of its various grades of cheap coffee. Such use of the name 
would not entitle it to its use as a trade-mark. Touraine Co. v. 
Washburn § Co., 286 Fed. 1020 [13 T.-M. Rep. 121]; Macmahan 
Pharmacal Co. v. Denver Chemical Co., 113 Fed. 468; N. K. Fair- 
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bank Co. v. Lucket, King §& Cake Soap Co., 102 Fed. 327. This, 
we understand, was the view of the lower court, but notwithstand- 
ing this announced view, both of the parties seek to reargue the 
question here. We think the lower court was correct in so con- 
cluding, and we are of the view that the defendant’s use of the 
word “Monarch” was an infringement on plaintiff's trade-mark. 
Layton Pure Food Co. v. Church §& Dwight Co., 182 Fed. 24; 
Queen Mfg. Co. v. Isaac Ginsberg & Bros., 25 Fed. (2d) 284; 
Gordon’s Dry Gin Co. v. Eddy & Fisher Co., 246 Fed. 954 [8 T.-M. 
Rep. 129]; McDonald § Morrison Mfg. Co. v. H. Mueller Mfg. 
Co., 183 Fed. 972. As said by this court in Queen Mfg. Co. v. 
Isaac Ginsberg & Bros., supra: 


“There may be infringement where the substantial and distinctive part 
of the trade-mark is copied or imitated. . . . Dissimilarity in size, form, 
and color of the label and place where it is applied are not conclusive 
against infringement. . . . Where a trade-mark contains a dominating 
or distinguishing word, such as the word ‘Queen’ in the instant case, 
and where the purchasing public has come to know and designate the 
article by such dominating word, the use of such word by another in 
marking similar goods may constitute infringement, although the latter 
mark, aside from such dominating word, may be dissimilar.” 

This court in McDonald & Morrison Mfg. Co. v. H. Mueller 
Mfg. Co., supra, said: 


“The test is not whether, when goods are placed side by side, a differ- 
ence can be recognized in the labels or marks; but the test is, when such 
goods are not placed side by side, would an ordinarily prudent purchaser 
be liable to purchase the one, believing that he was purchasing the other?” 

It is, however, the contention of the defendant, and the lower 
court so held, that the plaintiff was not entitled to injunctive relief 
against it for unfair competition because it had not connived with 
the retail grocers in their acts of unfair competition. It is true 
the defendant had no direct part in these acts of unfair competi- 
tion. The goods, however, as put out by it bore the name “Mon- 
arch,” and while it is true the containers bore other distinguishing 
marks, yet the use of the word “Monarch” furnished the mer- 
chants with the means or tools of committing a fraud upon the 
public. The acts of these retail merchants might well have been 
anticipated by the defendant. These goods were supplied by the 
defendant for the purpose of being resold on the market, and 
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the use of this word ‘““Monarch” by it made it possible for the retail 
merchants to commit a fraud upon the public to the injury of 
the plaintiff. N. K. Fairbank Co. v. R. W. Bell Mfg. Co., 77 
Fed. 869; Von Mumm v. Frash, 56 Fed. 830; N. K. Fairbank 
Co. v. Lucket, King §& Cake Soap Co., 102 Fed. 327; Rice & 
Hutchins v. Vera Shoe Co., 290 Fed. 124 [13 T.-M. Rep. 389]; 
Amoskeag Mfg. Co. v. Trainer, 101 U. S. 51; Chapelle v. Apple- 
baum, 254 Fed. 709; New England Awl & Needle Co. v. Marlboro 
Co., 46 N. E. 386. 

Defendant’s contention in the instant case is effectively 
answered in the opinion by Mr. Justice Holmes in New England 
Awl § Needle Co. v. Marlboro Co., supra, where it is said: 


“They knew that they were putting the power to do so into the retail 
dealers’ hands. It hardly can be doubted that they contemplated that 
the wholesale dealer at whose request they put up their awls in this form, 
with full knowledge of the plaintiff's prior use, would or might try to 
deceive the public, and whether they did or did not is immaterial.” 

The same rule is announced in Amoskeag Mfg. Co. v. David 
Trainer, supra, where it is said: 


“Neither will the complainant be deprived of remedy in equity, even if 
it be shown by the respondent that all the persons who bought goods from 
him bearing the trade-mark of the real owner were well aware that 
they were not of the complainant’s manufacture. If the goods were so 
supplied by the wrong doer for the purpose of being resold in the market, 
the injury to the complainant is sufficient to entitle him to relief in 


equity.” 

We are of the view that the defendant must, therefore, be held 
responsible for these conceded acts of unfair competition, and 
plaintiff was entitled to injunctional relief, unless precluded by its 
laches. 

It remains to consider whether, as held by the lower court, 
the plaintiff was estopped from maintaining this suit by reason of 
its laches. The practice of the grocers in advertising defendant’s 
coffee as “Monarch” did not come to the knowledge of the plaintiff 
until 1925, at which time it promptly gave notice of protest to 
the defendant. There was apparently some correspondence in 1901 
and 1908 with reference to the use of this name by the defendant. 
The correspondence, however, does not indicate acquiescence on 
the part of the plaintiff in the use of its trade-mark, and the evi- 
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dence indicates that the defendant abandoned the use of the word 
as a mark on the goods complained of at that time. 

Violation of a trade-mark and unfair competition constitute a 
continuing wrong, and while laches may be a ground for denying a 
right to recover damages, it will not ordinarily constitute a bar 
to an injunction for future infringement. There is no claim that 
the defendant, in carrying on its mail order business, has expended 
any money to build up a good-will in the name which it claims is 
a grade-mark. Any delay, therefore, on behalf of the plaintiff 
in asserting its exclusive right to the use of this name has not 
caused any injury to the defendant. The deception practiced by 
the retail grocers was not, it must be remembered, known to plaintiff 
until about 1925. This unfair competition threatens to be a con- 
tinuing wrong against plaintiff's well-advertised trade-mark and 
good-will. Under these circumstances, it cannot properly be held 
that plaintiff was guilty of such laches as to preclude its right 
to injunctional relief. Layton Pure Food Co. v. Church §& Dwight 
Co., supra; Leighton Pure Food Co. v. Church & Dwight Co., 
182 Fed. 35; Moline Plow Co. v. Omaha Iron Store, 235 Fed. 
519 [6 T.-M. Rep. 553]; Valvoline Oil Co. v. Havoline Oil Co., 
211 Fed. 189 [4 T.-M. Rep. 257]; E. §& J. Burke v. Bishop, 175 
Fed. 167; Beattie Mfg. Co. v. Smith, et al., 275 Fed. 164; Dr. Peter 
H. Fahrney & Sons Co. v. Ruminer, et al., 153 Fed. 735; N. K. 
Fairbank Co. v. Lucket, King §& Cake Soap Co., 116 Fed. 332; 
Sazlehner v. Siegel-Cooper Co., 179 U. S. 42 (21 S. Ct. Rep. 16); 
McLean v. Fleming, 96 U. S. 245. 

This court in Layton Pure Food Co. v. Church & Dwight Co., 
supra, said: 

“The owner of a trade-mark is not chargeable with laches for failure 
to prosecute an infringer before he knows or has such notice as would 


lead an ordinary prudent person to inquire and learn the existence of 
the infringement.” 


In Moline Plow Co. v. Omaha Iron Store Co., supra, this court 
again said: 


“The record contains no substantial evidence of an abandonment of 
its rights by the Moline Company, and constant or continuing trespasses 
neither deprive the victim of his equitable right to an injunction against 
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their continuance in the future, nor confer upon the trespasser any right 
to perpetuate them.” 

What is said by this court in Layton Pure Food Co. v. Church 
& Dwight Co., supra, is here apposite. It is there said: 


“The complainant is the owner of a trade-mark for baking soda and 
baking power consisting of this picture of a cow and this is valuable 
property. It is entitled to be protected in the exclusive use of this 
property. Every sale under this trade-mark of a package of baking 
powder manufactured by another is an infringement of the complainant’s 
right and a trespass upon its property. While the delay of the com- 
plainant and its apparent acquiescence in past trespasses may make it 
inequitable to compel the defendant to account for the profit it derived 
from them, they confer upon it no right either at law or in equity to 
continue them.” 

It has been said by the Supreme Court that even “inexcusable 
laches in seeking redress, was no defense against that part of the 
prayer of the bill that sought to restrain an infringement in the 
future.” (Dr. Peter H. Fahrney § Sons Co. v. Ruminer, supra.) 

The lower court was of the view that its holding that the 
plaintiff should be precluded by reason of its laches found support 
in Sazlehner v. Siegel-Cooper Co., supra, but in that case the court 
said: 


“We think that an injunction should issue against all these defendants, 
but that, as the Siegel-Cooper Company appears to have acted in good 
faith, and the sales of the others were small, they should not be required 
to account for gains and profits. The fact that the Siegel-Cooper Company 
acted innocently does not exonerate it from the charge of infringement.” 
(Italics ours.) 

In the instant case the lower court might very properly have 
denied the plaintiff's prayer for an accounting or damages, but 
we are of the view that the court was in error in denying the 
plaintiff injunctional relief. The judgment is, therefore, reversed 


and the cause remanded for further proceedings consistent herewith. 


Stone, C. J., dissenting: I feel compelled to dissent upon the 
ground of the laches of appellant. This was the basis of the 
determination of the trial court. That determination well expressed 
the situation in an opinion which seems sound to me and which 
makes repetition here unnecessary. 
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Hecer Propvucts Co. vy. Potk MILuer Propvucts Corp. 
United States Court of Customs and Patent Appeals 
March 31, 1931 


Trapve-Marxs—Opposirion—Goops or Same DescriprivE PROPERTIES. 


Medicines for animals, birds and fish held to be of the same de- 
scriptive properties as aquarium cement, bird seed and seed cake. 


Trave-Marxs—OpposirionN—EsrorPe.. 


Mere acquiescence in the use of one’s trade-mark by another, 
though for an extended period, will not, in itself, bar the owner from 
asserting his right thereto at any time. That agents of appellant sold 
the goods of appellee constituted a fraud which appellee could have 
restrained in equity, but it was not sufficient to create estoppel against 
the applicant in the present case. 


Trave-Marks—ConF.ictinc Marxks—Prior Use—Evinence. 


Where appellants, after giving in its application January 10, 1921, 
as the date of its alleged adoption of a trade-mark consisting of a 
yellow label with two annular red bands, attempted at a later hearing 
to amend the statement so as to read “on or before the year 1909,” 
but furnished no proof in corroboration thereof, its evidence held 
insufficient to overcome concurring decisions of the Patent Office. 
Moreover, the fact that for many years they sold appellee’s goods 
bearing the mark in dispute and made no protest was persuasive 
that they had no intention of appropriating such color combination 
as a trade-mark. 


Appeal from a decision of the Commissioner of Patents, sus- 


taining a trade-mark opposition. Affirmed. For the Commissioner's 
decision, see 19 T.-M. Rep. 442. 


Howard L. Fischer (Thomas L. Mead, Jr., and James H. 
Littlehales, of counsel), all of Washington, D. C., for 


appellant. 
Mason, Fenwick & Lawrence (Edward C. Fenwick, of coun- 
sel), all of Washington, D. C., for appellee. 


Granam, P. J.: On May 16, 1925, the appellant filed its 


application, Serial No. 214,416, for the registration of a trade-mark 


to 


be used in connection with the sale of parrot, dog, bird, and 


cat medicines. The trade-mark consists of a yellow label with 
two annular red bands, one on the upper and one on the lower 
portion of the label. In its application, the appellant stated “the 
trade-mark has been continuously used and applied to said goods 
in applicant’s business since on or about January 10, 1921.” Op- 
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position was filed thereto by the appellee. Both parties took 
testimony. The Acting Examiner of Interferences sustained the 
opposition and refused registration and, on appeal to the Commis- 
sioner, this decision was affirmed on August 1, 1929. 

The appellee opposed the registration sought, on the ground 
that the same would cause confusion with the mark used by the 
opposer, which was the same mark as that used by the appellant, 
and which the opposer stated had been used by it upon animal 
medicines, since “long prior to the year January 10, 1921.” The 
opposer contended that its goods were of the same descriptive prop- 
erties as those of the appellant, and that to grant the application 
in question would cause it damage. 

The Commissioner gave, as reasons for his holding, that medi- 
cines for animals are not of the same descriptive properties as foods 
and ingredients of foods, and that the appellant, having used the 
mark in question only on products consisting of aquarium cement, 
foods for birds, gravel and cuttlebone, and medicated seed cake, 
which he held to be a food, could not expand this mark to include 
animal medicines. 

The Commissioner further found that the appellee had been 
using its mark, the label in question, on dog medicines since June, 
1919, at which time it adopted the same as its trade-mark. He 
also found that this date was prior to any date of use by appellant, 
shown by the record, and held that the evidence of appellant as 
to earlier use than this was insufficient and unsatisfactory. The 
appellant, on August 21, 1929, filed a petition to remand to the 
Examiner, to take further testimony on the question raised by the 
Commissioner in his decision, wherein he had held that the medi- 
cated seed cake made by appellant was not of the same descriptive 
properties as the goods manufactured by appellee. This motion 
was denied by the Commissioner on September 5, 1929. 

In the written decision filed at that time, the Commissioner 
called attention to the statement of appellant, in its application 
for registration, that it had used this mark on its goods since on 
or about January 10, 1921, and held that the appellant could 
not be entitled to an earlier date in the absence of correct and 
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convincing evidence showing error in his said statement, and which 
clear and convincing evidence the Commissioner held did not exist. 
The Commissioner also held that the appellant was estopped by 
the acts of its officers, the Heger brothers, from claiming the right 
of registration by virtue of the fact that they had, in their business 
up until the year 1924, known of the use, by appellee, of the 
mark in question; had continuously bought goods from the appellee 
bearing such marks, and had sold the same in their place of business 
continuously, and sometimes representing to customers that the 
goods were the product of the appellant. 

On September 14, 1929, the appellant filed his notice of appeal 
to this court in the Patent Office, setting forth nine assignments of 
error; thereafter, on October 1, 1929, appellant again filed in the 
Patent Office a motion to remand and reopen the case, alleging 
the discovery of claimed new and important testimony, namely, 
certain check stubs made in the business of Edward S. Schmid, 
and which, it was said, substantiated the claims of appellant to 
an earlier use than that set out in his application for registration. 
On October 9, 1929, the Commissioner denied this motion on the 
grounds that the case was decided on the theory that medicated 
seed cakes for animal and bird foods were of different descriptive 
properties, and that the alleged newly discovered evidence would 
not affect that decision. He also held that the appellant was 
estopped by the facts appearing of record; that, therefore, the 
alleged new evidence would not be beneficial to him, and that notice 
of appeal had been filed and “it is at least doubtful whether 
this Office has authority to entertain a motion to reopen after notice 
of appeal to the court.” 

The matter now comes to this court on this record. No error 
is assigned by appellant upon the failure of the Commissioner to 
grant his motion for a remand of the cause, made October 1, 1929, 
as this motion was made after the notice of appeal containing the 
assignments of error had been filed. It is apparent that this action 
of the Commissioner is not now before this court for considera- 
tion. In re Schneider, 17 C. C. P. A. (Patents) 952, 39 F. (2d) 
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278; In re Smith, 17 C. C. P. A. (Patents) 752, 36 F. (2d) 522; 
Nolop v. Smith, 17 C. C. P. A. (Patents) 768, 36 F. (2d) 838. 

The question of the jurisdiction of the Patent Office to take 
further steps in proceedings of this nature after notice of appeal 
to this court has been filed, is, therefore, not now before us, and 
that question is reserved for the future consideration of the court. 

We shall first examine the question of estoppel raised on 
this record, for it is quite evident that if the appellant, by its 
affirmative acts, has lulled the appellee into security, and has in- 
duced it to believe that the use of its mark was unobjected and 
consented to, then it would seem to follow that the appellant should 
be precluded from claiming the exclusive right to the use of said 
mark. 


The evidence on behalf of the appellant shows that in 1892 
one Herman H. Heger conducted a business known as H. H. 
Heger’s Retail Store, and dealt in birds, pets and sundries. 
Mr. Heger died in 1909, at which time his business was known 
as the Heger Bird Store. Thereafter, his sons, William F. Heger 


and Robert R. Heger, took charge of the business and conducted 
it as a co-partnership, using the name of Heger Bird Food Co., 
until about 1918 or 1919, at which time the name was changed 
to the Heger Products Company. Thereafter, the firm was incorpo- 
rated as Heger Products Corporation. During these years, and 
up to the time of hearing herein, these parties have conducted a 
retail store where bird, fish and animal foods and medicines are 
sold, in St. Paul, Minn. 

The appellee is a corporation which was first known as the 
Polk Miller Drug Company, and is, at this time, known as the 
Polk Miller Products Corporation. The appellee and its predeces- 
sor has been engaged, since February 1, 1919, in the manufacture 
of a general line of dog medicines. 

In May or June, 1919, the Polk Miller Drug Company 
adopted, as its trade-mark, a carton with a yellow background and 
with parallel red bands at the top and bottom of the carton. The 
evidence in the record shows, satisfactorily, that this particular 
kind of carton was used by the appellee and its predecessor as 
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a trade-mark continuously since that time up to the time of hearing. 
There was a slight variation in the color scheme in this respect, 
that in cartons containing packages of sufficient size, the red bands 
entirely surrounded the carton, while in small flat packages, such 
as is shown by appellant’s Exhibit 1, namely, arsenic and iron 
pills, the red bands were simply superimposed across, or approxi- 
mately across, the upper and lower portions of the front sides 
of the carton. No doubt exists from the record that this mark 
was used continuously by the appellee and its predecessor, as above 
stated. 

The appellant and its predecessor, as has been said, were 
engaged in conducting a general retail store, in the conduct of 
which the Heger brothers personally took part. They ordered 
goods, as needed in the store, and sold the same over the counters 
to customers, doing a rather extensive business in the general line 
of bird, fish and animal foods and medicines. 

On September 8, 1920, the Polk Miller Drug Company sold 
to the appellant’s predecessor certain of its goods, which were 
received by appellant’s predecessor and sold by it to its customers. 
The evidence satisfactorily establishes that these goods were marked 
with appellee’s trade-mark, which it had adopted and had been 
using, namely, a yellow carton with red annular stripes. From 
that time until the Heger brothers completed their own line of 
bird, fish and animal remedies, sometime during the year 1924, 
the Heger brothers purchased and used, in their business, large 
quantities of appellee’s products, all of which were in containers 
bearing appellee’s aforesaid trade-marks, and all of which were 
displayed upon appellant’s shelves and sold by them to their 
customers. 

During all of this time the appellant made no complaint, nor 
did either of the Heger brothers, about the use of this mark 
by the appellee, and at no time intimated or indicated to the 
appellee that it had any objection to the use of such mark. In 
fact, on many occasions, the goods of appellee were sold and 
represented to customers of appellant as the goods of the appellant, 
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as was shown by the testimony of William F. Heger, appearing 
in the record. 

The Heger brothers testify that, since their corporate busi- 
ness first began in 1919, they have used on certain of their prod- 
ucts a similar mark, namely, a yellow carton with red stripes. They 
testify further that they were using this same mark when they 
were selling the goods of the appellee; that they carried these 
goods on their shelves side by side. They explained their failure 
to object to the use of this mark by the appellee on the general 
grounds that they did not know this was necessary. They are, 
however, men of apparent intelligence and education, and accus- 
tomed to the ways of business. They admit that they purchased 
goods as stated by the appellee, except that they gave the approxi- 
mate date of commencement at 1921, and admit that they noticed 
the color of the labels used by the appellee at various times while 
the goods were being sold by them. The purport of their testimony 
is, however, that there is some confusion in their minds as to 
whether the red bands were annular, or only extended a part of 
the way around the packages. However, they both concede and 
testify that they knew the distinctive mark of a yellow label with 
red bands. 

The goods which the appellee sold comprised a number of 
medicines for animals, such as are usually sold in a store which 
caters to the bird, animal and pet fish trade. These were such 
as distemper medicine, mange medicine, carbolic tar soap, etc. 
Appellant first manufactured aquarium cement, mixed bird seed, 
medicated seed cake and some other similar products, and later 
added cat, dog and fish medicines and foods. 

Some contention has been made, in this case, that the goods 
of the appellant and appellee are not goods of the same descrip- 
tive properties. We are of opinion that this contention is not 
well taken. Under the recent decisions of this court, the goods 
of appellant and appellee, being goods which are used for the 
same general purpose, namely, the care of pet animals, fish and 
birds, and being sold from the same places of business, are goods 
Palmer Co. v. Nashua Mfg. 


of the same descriptive properties. 
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Co., 17 C. C. P. A. (Patents) 583, 84 F. (2d) 1002; Cheek-Neal 
Coffee Co. v. Hal Dick Mfg. Co., 17 C. C. P. A. (Patents) 1103, 
40 F. (2d) 106 [20 T.-M. Rep. 274]; B. F. Goodrich v. Hookmeyer, 
17 C. C. P. A. (Patents) 1068, 40 F. (2d) 99; Sun-Maid Raisin 
Growers v. American Grocer Co., 17 C. C. P. A. (Patents) 1034, 
40 F. (2d) 116 [20 T.-M. Rep. 300]; Kotex Co. v. McArthur, 
18 C. C. P. A. (Patents) , 45 F. (2d) 256; National Biscuit 
Co. v. Sheridan, 18 C. C. P. A. (Patents) » 44 F. (2d) 987 
[21 T.-M. Rep. 27]; Skookum v. Pacific, etc., 18 C. C. P. A. (Pat- 
ents ) , 45 F. (2d) 912 [21 T.-M. Rep. 55]. 

On the question of estoppel, we are unable to concur with 
the Commissioner. Mere acquiescence in the use of one’s trade- 
mark by another, even though it may be for an extended period, 











will not, in itself, bar the person from asserting the right to such 
trade-mark at any time. There must be something more than mere 
acquiescence and delay in enforcing such rights. The right to 
claim the exclusive use of such trade-mark is a continuing right 
in the owner. This has been well settled by the authorities. 
McLean v. Fleming, 96 U. Ss. 245, 257; Menendez v. Holt, 128 
U. S. 514, 524 (19 S. Ct. R. 143); Michigan Condensed Milk Co. 
v. Kenneweg Co., 30 App. D. C. 491; Carroll & Son Co. v. Me- 
Ilvaine, et al., 171 Fed. 125. This rule has long been the rule 
in equity cases, and has been announced in Michigan Condensed 
Milk Co. v. Kenneweg Co., supra, to be equally applicable in 
matters of registration in the Patent Office. 

We should not be understood as here holding that estoppel 
may not arise by the acts of the parties which would prevent 
registration. All we desire to hold is that the facts presented 
in this case constituting acquiescence, merely, do not raise such 
an estoppel. The fact that the agents of the appellant sold the 
goods of appellee as their own to customers, constituted a fraud 
and one which could have been restrained in equity by the appellee, 
but it was not such a circumstance as to create an estoppel against 


the appellant in this proceeding, which might be asserted by the 
appellee. 
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The question then arises as to the priority of use by the 
respective parties. The appellant represented in its original ap- 
plication for patent that it had used the mark in question con- 
tinuously since on or about January 10, 1921. This application 
was sworn to by Robert H. Heger, one of the Heger brothers. 
No attempt, at any time, was made to amend this application in 
this respect. On the hearing, the Hegers attempted to prove that 
the mark in question had been used by them and their father on 
or before the year 1909, and continuously since that time, on vari- 
ous products, including aquarium cement and various kinds of 
medicated seed cake and other bird, animal and fish preparations. 

The testimony of the Heger brothers is, to a considerable 
extent, unsatisfactory, and lacks those corroborating circumstances 
which should be present if the appellant is to sustain the burden 
placed upon it to overcome the concurring decisions of the Patent 
Office tribunals. The fact that during many years of their business 
they were selling the appellee’s goods bearing the mark which 
they now claim the exclusive right to use, and that during the 
whole of that period no protest was made against the use of the 
same, added to the further fact that Robert R. Heger, one of the 
brothers, testified that as early as February 1, 1921, his firm 
had no trade-marks, are all circumstances which induce a belief 
in the reasonable mind that at the time the appellee began to use 
the trade-mark in issue here on its goods, the appellant and its 
officers had not adopted the same as its trade-mark. It is true 
that the Heger brothers, and possibly their father, may have used 
a color combination of yellow and red in making cartons for the 
particular products they handled, but it is equally true, in our 
opinion, that the idea of appropriating the same to their exclusive 
use as a trade-mark, was not in their minds at the time the 
appellee began to use the same as its trade-mark, and that this 
idea was a thought conceived by the Heger brothers at the time 
they formed their present company, the Heger Products Corpo- 
ration, on January 10, 1921. 

This being our conclusion, it follows that the Commissioner 
committed no error in finding that appellee was the prior user 
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and owner of the mark in question, and that the appellant was 
not and is not entitled to the registration of the same, and that 
the opposition should be sustained. 

The decision of the Commissioner sustaining the opposition 
is affirmed, and costs occasioned by the supplemental record are 
taxed against the appellant. 


Tue J. B. Wittiams Company v. Ernest W. WILLIAMS 
United States Court of Customs and Patent Appeals 


March 31, 1931 


Trave-M arks—OpposiTion—SurnAME—* WILLIAMS.” 

The name “E. W. Williams” presented in the form of a facsimile 
signature, held sufficiently distinctive to overcome the prohibition of 
Section 5 of the Act, which denies registration to surnames, “unless 
written in some particular or distinctive manner.” 

Trape-Marks—ConFuictinc SurnamMes—Hanpwritinc Aone Nor Svur- 

FICIENT TO OvercoME CoNnFUSING RESEMBLANCE. 

Mere differentiation in the appearance of a surname caused by 
individual characteristics of -handwriting held inadequate to avoid 
the confusion likely to arise by applying such name to goods similar 
to those already bearing the same name. 

Trapve-Marxs—Conruictinc Marks—“Wiiiiams” ano “E. W. WI .iaMs.” 

The fact that a mark consisting of the name “E. W. Williams” was 
presented in the form of a facsimile signature held insufficient to 
prevent confusion with a mark consisting essentially of the name “Wil- 
liams,” when the latter mark had been used and advertised long and 
extensively for goods similar to those of the applicant. 


Appeal from a decision of the Commissioner of Patents, dis- 


missing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision, see 19 T.-M. Rep. 481. 


Arthur B. Jenkins (Hubert Howson and Theodore M. Bryant, 
of counsel), all of Washington, D. C., for appellant. 
Clarence A. O’Brien, Charles E. A. Smith and Thomas E. 

Turpin, all of Washington, D. C., for appellee. 


Garrett, J.: This appeal involves the right of appellee to 
register a facsimile of his own autographically produced name as 
a technical trade-mark under the Trade-Mark Registration Act of 
1905 as amended. 
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His application is to register “E. W. Williams,” in the form 
of a facsimile produced from his own signature, for use as a mark 
on a cream, or lotion, to be used after shaving. Use of the mark 
is claimed since January 1, 1928. 

Opposition is made by appellant who claims to have been 
engaged, through itself and predecessors, in the manufacture and 
distribution of “‘Williams’”’ soap since about 1840, and of other 
lotions or articles used in connection with shaving for many years 
antedating appellee’s entry into the field. Appellant alleges many 
registrations of the word “Williams’’ 
soap as far back as March 25, 1873. 

The last registration cited is one for “After-Shaving Prepara- 
tions” dated April 10, 1928. 

It is stated that, in all, appellant has procured twenty-one 
registrations; that two of these embody the full name, “The J. B. 
Williams Company’; one shows the name of the company in the 
possessive sense; seven are for the word “Williams” alone as a 
trade-mark, and that all the “Williams” marks “are applied in the 
possessive case as a name for the goods.” Some of appe!lant’s 
registrations appear to have been obtained under the “ten year” 
provision of the 1905 Act. 

The notice of opposition contains the usual allegations as to 
advertising, large sales, etc., and charges probability of confusion 
and injury to appellant. 


*, the first being for shaving 


The Examiner of Interferences sustained the opposition. Upon 
appeal his decision was reversed by the Assistant Commissioner 
and the matter is before us upon an appeal from the decision of 
the latter. 

Admittedly, the goods are of the same descriptive properties. 

In view of the fact that the respective marks of both parties 
have the word “Williams” as the clearly dominant and peculiarly 
noticeable part thereof, we take it there would be little or no 
hesitation in holding them to be similar, in the sense of the statute, 
except for two features: 

First, the fact that appellee, E. W. Williams, creates his 
mark as a facsimile of one written with his own hand, thus giving 
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to it a certain distinctiveness, or characteristic, not present in 
the mark of appellant; and, 

Second, the fact that it is appellee’s own name which he seeks 
to register. 

As for the first there is this to be said: 

A proviso of section 5 of the Registration Act of 1905 reads, 
in part: 

= . no mark which consists merely in the name of an individual, 
. not written, . . . . in some particular or distinctive manner, . . 
shall be registered under the terms of this Act.” 

There is also a further proviso, reading: 


“That nothing herein shall prevent the registration of a trade-mark 
otherwise registrable because of its being the name of the applicant or a 
portion thereof.” 

The Assistant Commissioner held that, in view of the fact 
that applicant’s mark is a facsimile signature, it is not deceptively 
similar to the mark of appellant, stating that a facsimile signature 
is regarded by the Patent Office as being the writing of an applicant 
“in some particular and distinctive manner.” 

The individuality inherent in the handwriting of each person 
is evidently regarded by the tribunals of the Patent Office as meet- 
ing the “particular or distinctive manner’’ requirement of the first 
proviso above quoted. Ea parte Cross Co., 1903 C. C. 23, and 
Ex parte John H. Wilkins Co., 128 MS. Dec. 409 [8 T.-M. Rep. 
467], are cited. 

Under the view which we take of this case, it is not necessary 
here to pass upon the soundness of this position of the Patent Office 
tribunals. We incline to the opinion that it is correct and that 
the autographic forming of a name overcomes the general negation 
of the quoted proviso. But in cases like this we must look beyond 
that immediate question, and hence do not pass upon it here, as a 
matter standing alone. 

The statute must be considered as a whole, and all parts 
of section 5 must be so construed together as to give them their 
proper force and effect. 

We must, therefore, consider the provisos, already quoted, 
supra, not only in connection with each other, but in connection 
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with that language of the section which relates to the resemblance 
of the marks. The text necessary for consideration here is ac- 
curately arranged in the Assistant Commissioner’s decision and we 
take it therefrom. 


“That trade-marks . . . . which so nearly resemble a registered or 
known trade-mark owned and in use by another and appropriated to 
merchandise of the same descriptive properties as to be likely to cause 
confusion or mistake in the mind of the public or to deceive purchasers 
shall not be registered: Provided, That no mark which consists merely 


in the name of an individual . . . . not written . . . . in some particular 
or distinctive manner . . . . shall be registered under the terms of this 
Act: . . . . Provided further, That nothing herein shall prevent the regis- 


tration of a trade-mark otherwise registrable because of its being the 
name of the applicant or a portion thereof.” 

We do not think it can properly be held that the mere differ- 
entiation in the appearance of a name wrought by individual charac- 
teristics of handwriting can eliminate the confusion likely to arise 
by applying that written name, or a facsimile thereof, to goods 
of the same descriptive properties as those of another person to 
which the same name has been or is being applied. 

The first proviso quoted, supra, is, of course, not limited to 
an applicant’s own name. Any individual’s name written in “some 
particular or distinctive manner” may be registered unless forbidden 
by other provisions of the law. 

It is the last quoted proviso which deals specifically with 
the registration of an applicant’s name, and that proviso contains 
the significant words, ‘‘otherwise registrable.”’ 

Obviously, these words imply that Congress did not intend to 
permit a person to register his own name under any and all 
circumstances. 

We really assume that in order to register it under the gen- 
eral provisions of the Act of 1905 (not taking the “ten year” 
clause into account) it must be “written, printed, impressed, or 
woven in some particular or distinctive manner. . . .” Whether 
this be true or not, we feel certain that it must not so nearly 
resemble a registered or known trade-mark, owned or used by 
another, as to cause confusion when applied to goods of the same 
descriptive properties. 
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No question is here made as to the validity of appellant’s mark. 

In considering cases like this we must bear in mind the legal 
distinction between the common-law right of a person to use his 
own name in his own business and the statutory right to register 
it as a technical trade-mark. 

Even the common-law right of use has limitations as the courts 
have frequently declared. 

“A person may not use his own name in a manner which will deprive 
another of the same name of the good-will of a business which the latter 
has established.” Rogers v. Rogers, 11 F. 495. 

Many authorities might be cited upon this point, but it is 
deemed unnecessary unduly to lengthen this opinion by so doing. 

It seems to us that where one elects to make a technical trade- 
mark use of his own name, that name, for that purpose, becomes 
dissevered, as it were, from its owner’s personality, and when he 
seeks to register it under a statutory enactment, it must be tested 
by precisely the same rules and principles which apply to all other 
technical trade-marks. 

The goods of appellant and appellee being of the same descrip- 
tive properties and their marks of such close resemblance, appellant, 
as the prior user, has the right to oppose appellee’s registration, 
and since we are sure confusion must inevitably result from ap- 
pellee’s use of his mark, its registration must be denied. 

The decision of the Assistant Commissioner is reversed. 


Revere Suaar REFINERY Vv. JosEPH C. SaLvato 
United States Court of Customs and Patent Appeals 
March 31, 1931 


Trape-Marxs—Goops oF THE SAME Descriptive Properties. 

Sugar held to possess the same descriptive properties as meat 
products, condiments, canned and fresh vegetables, canned, fresh and 
preserved fruits, canned fish, food flavoring extracts, canned soups, 
syrups, flour, and tea. 


Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision, see 19 T.-M. Rep. 354. 
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Harrison F. Lyman, of Boston, Mass., for appellant. 
Josiah McRoberts (Chas. E. Riordon, of counsel), both of 
Washington, D. C., for appellee. 


Hatrie.p, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents dis- 
missing the opposition of appellant and holding that appellee was 
entitled to the registration of a trade-mark, comprising, as _ its 
essential features, the word “Revere” appearing immediately above 
the pictorial representation of a horse and rider (representing 
Paul Revere on his famous ride), for use on certain meat products, 
condiments, canned and fresh vegetables, canned, fresh, and pre- 
served fruits, canned fish, food flavoring extracts, canned soups, 
syrups, flour, tea, and other grocery goods. 

In his application for registration filed November 28, 1924, 
appellee alleged that he had used the trade-mark since March 10, 
1922 

In its notice of opposition, appellant alleged that it was the 
owner of a trade-mark, comprising the word “Kevere” appearing 
immediately above a pictorial representation of a man riding on 
horseback, for use on sugar; that it had used the mark since long 
prior to the first use by appellee of his alleged trade-mark; that 
the goods of the parties possessed the same descriptive properties ; 
that the trade-marks were confusingly similar; and that appellant 
would be damaged by the registration to appellee of his alleged 
trade-mark. Appellant also pleaded registration No. 102,174, issued 
January 26, 1915, of its trade-mark for use on sugar. 

It appears from an agreed statement of facts submitted by 
the parties that appellant and its predecessors used the word 
“Revere” as a trade-name on its goods from 1875 to April, 1912; 
that, since 1912, appellant has used its registered trade-mark on 
six different types of sugar; that its sugar is sold in grocery and 
other stores in cardboard containers, and also in five-, ten-, and 
twenty-five-pound sacks; that it has expended large sums of money 
in advertising its goods under its trade-mark; that, since 1922, its 
sales have exceeded $21,000,000 annually; that its goods are well 
known to the public throughout the United States as “Revere 
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sugar’; that appellee is in the wholesale grocery business at Chi- 
cago, Ill., under the name “Revere Wholesale Grocery Company,” 
and has used the involved trade-mark on some of the articles 
enumerated in the application for registration since March 10, 
1923, and on the other enumerated articles since October 18, 1927; 
that the name “Revere” is and, for longer than a century, has 
been a “surname or proper name” in the United States; that there 
are cities and villages in the United States by that name; that 
several corporations have the name “Revere” as a part of their 
corporate name; and that the involved trade-mark has been regis- 
tered by many others for use on a variety of products, including 
wheat flour. 

The Examiner of Interferences held that, with the exception 
of maple syrup and cane syrup, the goods of the respective parties 
did not possess the same descriptive properties; that appellant 
had used its trade-mark since long prior to any use bv appellee 
of his trade-mark; and that, altho»sh the mushy 50 closely resemble 
each other as to be likely to cause confusion in the trade, appellee 
was entitled to register his miark on all articles named in the 
application for registration, except maple syrup and cane syrup. 

The Commissioner of Patents held that appellant had used 
its trade-mark since long prior to its use by appellee; that appel- 
lant’s trade-mark was a valuable asset in its business; that the 
marks were substantially the same; that, with the exception of 
maple syrup, cane syrup, candies, sugared ginger, sugared kum- 
quats, sugared dates, candied orange peel, candied lemon peel, 
and candied citron, the goods of the parties did not possess the 
same descriptive properties; and that, therefore, appellee was 
entitled to the registration of its mark for use on all other products 
set out in his application for registration. 

It is claimed that the goods of the parties possess the same 
descriptive properties; that the marks are confusingly similar; 
and that it will be damaged by the registration of the involved 
trade-mark to appellee. 

It is contended by counsel for appellee that the goods of 
the parties do not possess the same descriptive properties; that 
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appellant is not the originator of its trade-mark and, therefore, 
is entitled to limited protection only; and that appellee is entitled 
to have his mark registered. 

The validity of appellant’s trade-mark registration is not before 
us and will not be considered by this court in a proceeding of this 
character. Sharp §& Dohme v. Parke, Davis §& Co., 17 C. C. P. A. 
(Patents) 842, 37 F. (2d) 960 [20 T.-M. Rep. 79]; American 
Fruit Growers, Inc. v. Michigan Fruit Growers, Inc., 17 C. C. P. A. 
(Patents) 906, 38 F. (2d) 696 [20 T.-M. Rep. 135]; National 
Biscuit Company v. Joseph W. Sheridan, 18 C. C. P. A. (Pat- 
ents) » — F. (2d) [21 T.-M. Rep. 27]; Decker & Cohn 
(Inc.) v. S. Liebovitz § Sons (Inc.), 18 C. C. P. A. (Patents) 
——, = FF, (98) [21 T.-M. Rep. 33]; Celanese Corporation 
of America v. Vanity Fair Silk Mills, 18 C. C. P. A. (Patents) 

,»— F. (2d) ——. 

Appellee is in the wholesale grocery business, and the food 
products on which he uses his alleged trade-mark are sold in the 
same stores as the goods of appellant. The trade-marks are 
almost identical. It would seem to us, therefore, that if appellee 
is permitted to use his alleged trade-mark on his goods concur- 
rently with the use by appellant of its trade-mark on its goods, 
confusion as to the origin of the goods of the respective parties 
would likely result. Accordingly, we are of opinion that the goods 
of the parties possess the same descriptive properties within the 
principles heretofore announced by this court. California Pack- 
ing Corporation v. Tillman & Bendel, 17 C. C. P. A. (Patents) 
1048, 40 F. (2d) 108 [20 T.-M. Rep. 238]; B. F. Goodrich Co. 
v. Hockmeyer (Zip-on Co., Substituted), 17 C. C. P. A. (Patents) 
1068, 40 F. (2d) 99 [20 T.-M. Rep. 205]; Sun-Maid Raisin 
Growers of California v. American Grocer Co., 17 C. C. P. A. 
(Patents) 1034, 40 F. (2d) 116 [20 T.-M. Rep. 300]; Cheek- 
Neal Coffee Co. v. Hal Dick Mfg. Co., 17 C. C. P. A. (Patents) 
1103, 40 F. (2d) 106 [20 T.-M. Rep. 274]; Cluett, Peabody & 
Co., Inc. v. Hartogensis (Arrow Emblem Co., Inc., Substituted), 
17C.C. P. A. (Patents) 1166, 41 F. (2d) 94 [20 T.-M. Rep. 452]; 
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Kotex Company v. Clarence M. McArthur, 18 C. C. P. A. (Pat- 
»— F. (2d) [21 T.-M. Rep. 47]. 

It appears from the record that appellant has used its trade- 
mark since long prior to the adoption and use by appellee of his 
alleged trade-mark; that the goods of the parties possess the same 
descriptive properties; that the marks are confusingly similar; and 
that appellant would be damaged by the registration of appellee’s 
alleged trade-mark. 

Accordingly, the decision of the Commissioner of Patents is 








ents ) 


reversed. 
Garrett, J., concurs in the conclusion. 


JANTZEN Knittine Mitts v. West Coast Knitting Mirre 
United States Court of Customs and Patent Appeals 
March 31, 1931 


Trape-Marxs—Morion ror REHEARING. 
In a motion for rehearing in a trade-mark opposition where appel- 
lant introduced new grounds for appeal, a rehearing was denied. 
On motion for rehearing in a trade-mark opposition. Denied. 


For Commissioner’s decision, see 19 T.-M. Rep. 64. 


Eugene E. Stevens, of Washington, D. C. (Albert L. Jacobs, 
of counsel), and Edward D. Jones, both of Chicago, IIl., 
for appellant. 

Albert J. Fihe, of Chicago, Ill., for appellee. 


Lenroot, J.: On January 29, 1931, appellant filed a peti- 
tion for rehearing in this case, which case was decided by this court 
on January 12, 1931 [21 T.-M. Rep. 97]. The petition is based 
upon the alleged registration by appellant of the trade-marks “Div- 
ing Girl” and “Red Diving Girl,” which trade-marks were not 
considered by us in our decision. 

It is true that we did not consider said marks. The mark 
“Diving Girl” was not pleaded in the notice of opposition, although 
the mark “Red Diving Girl” was pleaded. Neither of said marks 
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seems to have been considered by the Patent Office tribunals, 
although referred to as having been included in the notice of opposi- 
tion. This is erroneous as to the mark “Diving Girl” because, as 
above stated, said mark was not pleaded in said notice. Repre- 
sentations of both of said marks are, however, found in the record. 

In appellant’s appeal to the Commissioner, no error was as- 
signed with reference to the mark “Diving Girl,’ but error was 
assigned as to the mark “Red Diving Girl.” 

In the appeal to this court, the grounds for appeal are stated 
as follows: 


“1, That the First Assistant Commissioner erred in not sustaining 
the opposition ; 

“2, That the First Assistant Commissioner erred in affirming the 
decision of the Examiner of Trade-Marks; 

“3. That the First Assistant Commissioner erred in holding that ‘the 
respective representations of the figures in the two marks are quite dis- 
similar.’ 

“4, That the First Assistant Commissioner erred in not finding that 
the opposer is entitled to the broadest possible interpretation of its trade- 
mark rights in connection with the representation of a female figure 
wearing a bathing suit and in the act of diving, or in the position prelimi- 
nary to making a dive; 

“5. That the First Assistant Commissioner erred in finding ‘that con- 
fusion in trade would not be likely.’ ” 

The first two grounds are general and cannot be considered 
by us. Section 4912 of the Revised Statutes requires a party 
appealing to this court to file with the Commissioner of the Patent 
Office his reasons for appeal. Certainly a general assignment that 
the Commissioner erred in his decision, without further specification, 
is not a compliance with the provisions of this section. 

Therefore, the only reasons for appeal were those numbered 
3, 4 and 5. 

The third ground of appeal relates to the holding of the Com- 
missioner that “the respective representations of the figures in 
the two marks are quite dissimilar.” The fourth ground of appeal 
relates to the holding of the Commissioner with respect to appel- 
lant’s trade-mark rights in connection with “the representation of 
a female figure wearing a bathing suit and in the act of diving, or 
in the position preliminary to making a dive.” The fifth ground 
of appeal relates only to confusion in trade. 
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In appellant’s brief, and upon oral argument, no reliance 
was placed by appellant’s counsel upon the mark “Diving Girl” 
or “Red Diving Girl,” but the argument was directed solely to 
marks representing a female figure wearing a bathing suit and in 
the act of diving. 

Section 4914 of the Revised Statutes provides that the decision 
of this court shall be confined to the points set forth in the reasons 
of appeal. 

As appellant’s motion for rehearing is based upon points not 
set forth in its reasons of appeal, the motion is denied. 


Buanp, J., dissenting: I cannot agree to the additional opinion 
written by Judge Lenroot in this case. In the first place, I do not 
think the reasons sufficient for our failure to consider the question 
of confusion between appellee’s mark and the mark “Diving Girl’ 
and “Red Diving Girl’’ and especially should we consider the 
question with reference to the confusion which would result in 
view of the registered mark “Red Diving Girl.” I believe, under 
the circumstances of this case, that the holding of the majority 
that the question is not raised by assignments 1 and 2 is unwar- 
ranted. In view of the fact that the mark “Red Diving Girl’’ 
was pleaded in the notice of opposition, is set out in the record, 
and was before the Commissioner, the same being referred to, 
by number, in the Commissioner’s decision, we should have con- 
sidered it. Since we failed to consider it and since it is probable 
that a different result would have been reached if we had considered 
it, a rehearing should be granted. 

The fact that the majority feels it necessary to render an 
additional opinion will be taken as an indication that the court 
would not have arrived at the same conclusion if it had considered 
the two trade-marks “Diving Girl” and “Red Diving Girl.” It 
seems to me that there is just as much likelihood of confusion 
between appellee’s mark and the pictorial representation of a red 
diving girl as there would be between appellee’s trade-mark and 
the trade-mark involving the words “Red Diving Girl.” It is 
well settled in Sherwin-Williams Co. v. Naamlooze, etc., 146 M. D. 
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460 [15 T.-M. Rep. 270], that the word “Capitol” is to be given 
the same effect as the picture of the Capitol. To the same effect 
is In re Woolwine, 97 O. G. 1373, in which the picture of a donkey 
and the word “Donkey” were involved. Certainly, if an applicant 
is not permitted to register the word “Bear,” he would not be en- 
titled to register the picture of a bear. Great Bear Spring Co. v. 
Bear Lithia Springs Co., 45 App. D. C. 305 [6 T.-M. Rep. 430]. 
As above indicated, the additional opinion points to the weak- 
3 ness of the original opinion, that is to say, it seems obvious that 
confusion will result from the two red diving girl trade-marks, 
whether in pictures or words. 


4 
. Boursois, Inc. (INTERNATIONAL PERFUME Co., INc., SuBstI- 
TUTED) v. CHEATHAM CHEMICAL Co. 


United States Court of Customs and Patent Appeals 
March 25, 1931 


Trape-Marxks—Marxks ContaIntnGc Descriptive 

Pusuicr Juris. 

In an opposition brought against the registration of the words 
“Polly Peachtree” as a trade-mark for toilet water, perfumes, bay rum 
and similar goods, the words being presented in script form, on the 
ground of opposer’s use of the words “Peaches,” “Peach Blow,” “Peach 
Cream” and “Velvet of Peaches” on similar goods held that appellant’s 
marks are valid, but that anyone manufacturing perfume made from 
“peach blossom,” has a right to use thereon the word “peach” to 
describe same. 

Trape-Marxs — Non-conriicrinc Marxs—“Porry Peracurrer,” “Peacn 

Biow” anp “Preacues” ror PERFUME. 

The words “Polly Peachtree” held not to be confusingly similar 
to the words “Peach” and “Peach Blow,” both being used as trade- 
marks for perfumes and toilet articles, particularly as the words 
“Polly Peachtree” were long used as a nom de plume by a columnist 
in a newspaper published in Atlanta, Ga., where appellee is located, 
and “Peachtree Street” is well known in that city. 





Worps—DescrirriveE Part 


Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Affirmed. [I’or Commissioner’s 
decision, see 19 T.-M. Rep. 308. 


Louis Alexander (Conway P. Coe, of counsel), both of New 
York City, for appellant. 
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Will T. Gordon (Philip Weltner and T. L. Mead, Jr., of coun- 
sel), all of Washington, D. C., for appellee. 


Lenroot, J.: This is a trade-mark opposition proceeding. 
Appeal is taken from a decision of the Commissioner of Patents 
affirming a decision of the Examiner of Interferences dismissing 
the opposition of appellant to the registration by appellee of its 
claimed trade-mark consisting of the notation “Polly Peachtree’ 
for toilet water, perfumes, bay rum and other toilet articles. In 
its representation of the mark the words are in script with the 
word “Polly” above the word “Peachtree.” 

In its notice of opposition, appellant alleged prior adoption 
and use by it of trade-marks for toilet articles of like character, 
said trade-marks consisting of the words “Peaches,” registered 
February 13, 1917, No. 115,435, and ‘Peach Blow,’ registered 
October 19, 1886, No. 13,745, the latter mark being again regis- 
tered on November 11, 1924, No. 191,436; said notice of opposi- 
tion further alleges that if appellee were permitted to use and 
register the mark “Polly Peachtree” as a trade-mark for toilet 
preparations, confusion in trade and deception of the public would 
result therefrom, and that appellant believes it would be damaged 
thereby. 

Both parties took testimony. 

It is conceded that the marks of the parties are used upon 
goods of the same descriptive properties. 

The Commissioner of Patents concurred in the finding of the 
Examiner of Interferences that the marks of appellant were used 
and owned by it prior to the adoption and use by appellee of its 
mark, but found, as did the Examiner, that the marks of the 
respective parties do not bear such a close resemblance to each 
other as to be likely to cause confusion or mistake in the mind 
of the public or to deceive purchasers. 

Appellant offered in evidence certificates of the registrations 
pleaded, and in addition two other certificates of registration owned 
by it, one of the words “Peaches and Cream” and the other of 
the words “Velvet of Peaches.’”’ Appellee objected to the intro- 
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duction in evidence of the two certificates last above named, upon 
the ground that they were not pleaded in the notice of opposition. 
Inasmuch as it appears in the decision of the Commissioner that 
he considered the said last named marks, and as it is clear that he 
had a right to do so under that provision of section 7 of the Trade- 
Mark Law of 1905, which requires in an opposition proceeding 
a determination of the question of the right of registration of a 
trade-mark, as well as the sufficiency of objections made thereto, 
the certificates of registration of the marks “Peaches and Cream”’ 
and “Velvet of Peaches’ are properly before us. 

We, therefore, have four trade-mark registrations of appellant, 
“Peaches,” “Peach Blow,” “Peaches and Cream” and “Velvet 
of Peaches,’ all of which registrations were made prior to the 
first use claimed by appellee of its trade-mark “Polly Peachtree,” 
and the question is whether said last named mark so nearly re- 
sembles any of said marks of appellant, when applied to goods 
of the same descriptive properties, as to be likely to cause con- 
fusion or mistake in the mind of the public or to deceive purchasers. 

That appellant’s marks are valid trade-marks we do not ques- 
tion, but it is also true that if one engaged in the production of 
perfumeries should manufacture a perfume made from peach 
blossoms, he would have the right to so label and describe it upon 
such goods, notwithstanding appellant’s trade-marks, provided he 
did so in such a way as to differentiate such description from the 
form of the marks used by appellant. Furthermore, Funk & Wag- 
nalls Standard Dictionary gives as one of the definitions of “peach 
blossom”’: 

“A pink color dashed with yellow.” 

The same authority defines “peach bloom’”’ as: 


“The delicately fine powder found on a ripe peach; hence a soft 
pinkish color of the skin, especially of the cheek.” 


It also defines “peach blow,’ which is one of appellant’s 
marks, as: 

“A light purple glare inclining to pink, seen on some oriental porcelain.” 

We think that one manufacturing a face powder or rouge 
having the color of “peach blossom,” “‘peach bloom” or “peach 
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blow,” as above defined, would have the right to indicate such color 
upon such goods without infringing appellant’s trade-marks. 

We have referred to the fact that certain combinations of 
words containing the word “peach” may be descriptive of certain 
goods of the class to which the marks here in issue are applied, 
as a circumstance which we think it proper to consider in passing 
upon the likelihood of confusion arising from the use of the marks 
of the respective parties hereto. 

In Nims on Unfair Competition, section 216, certain observa- 


tions are made which we think are sound and here applicable: 


“There is a distinct difference between a true trade-mark and a name 
in the public domain at the very instant of first use. When a fanciful 
word is first used that first use is as a trade-mark and it has only one 
meaning in all the world, i.e., its trade-mark meaning. The day Kodak was 
first used on a camera, it had only one meaning, i.e., its trade-mark mean- 
ere 

“On the other hand, in the case of a word of the language—or a name 
in the public domain, when it is first used as a trade-mark it has also a 
significance other than its trade-mark meaning and if its trade-mark use 
is such that it is possible that the public may give to it, even when used 
on merchandise, its public meaning instead of its trade-mark meaning, it 
may be that the trade-mark rights in the word are limited by, and must 
follow the education of the public in recognizing its trade-mark meaning. 

. .” (Italics quoted.) 

Appellant contends that the key word of its various trade- 
marks is the word “peach,” and that its various combinations are 
only to indicate various members of its “‘peach” family. This 
may be true, and if “peach” was a purely fanciful word, we would 
be of the opinion that anyone purchasing the same class of goods 
under another trade-mark, but in which the word “peach” occurs, 
would be very likely to ascribe to appellant origin of such goods 
from that fact alone; but, holding as we do that the word “peach,” 
as used by appellant, is not a fanciful word, we think the purchas- 
ing public would not be so likely to ascribe to appellant origin 
of goods, because of the presence of the word “peach” in both 
marks, as if it were a purely fanciful word. Therefore, in ascer- 
taining whether confusion or mistake will arise in the mind of 
the public in the use of the two marks, the presence of the word 
“peach” in the two marks is not determinative of the issue, but 
the question is whether the words “Polly Peachtree” are confusingly 
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similar to the words “Peaches,” “Peach Blow,” “Peaches and 
Cream” and “Velvet of Peaches,’ or any of them, when applied 
to goods having the same descriptive properties. 

It appears from the testimony that the words “Polly Peach- 
tree” have been used for years as a nom de plume by a columnist 
in a daily newspaper in Atlanta, Ga., where appellee is located, 
and that Peachtree Street is a well-known street in that city, and 
that it was from these facts that appellee conceived the idea of 
adopting the words “Polly Peachtree” as a trade-mark for use 
upon its goods. Of course, if confusion or mistake is likely to 
be caused by the use of appellee’s mark, its good faith cannot aid 
it in securing registration. We simply say here that there is no 
fraudulent intent claimed or shown with reference to the conduct 
of either of the parties to the case at bar. 

Considering, therefore, the trade-mark “Polly Peachtree” as 
a whole, we are of the opinion that it is not so similar to the marks 
of appellant, or any of them, as to be likely to cause confusion 
or mistake in the mind of the public or to deceive purchasers. 

We think purchasers would not dissect the mark and emphasize 
the syllable “peach” in ‘Peachtree,’ but would either remember 
the word “Polly” or the words “Polly Peachtree” as a whole, and 
we do not think that upon seeing the mark, or hearing it pro- 
nounced, the ordinary purchaser of the goods to which the mark 
was applied would ascribe their origin to appellant. 

The decision of the Commissioner of Patents is affirmed. 


Buianp, J., dissenting: I must dissent from the opinion of the 
majority for two reasons. 

First. The reasoning of the opinion leads to the conclusion 
that there would be less likelihood of confusion between “Polly 
Peachtree” and the trade-marks of the opposer “Peaches,” “Peach 
Blow,” “Peaches and Cream” and “Velvet of Peaches,” on account 
of the fact that “Peaches” is suggestive rather than “fanciful.” 
The fact that the word “Peach” is suggestive, which the majority 
concedes in no way invalidates the trade-mark, would make the 
probability of confusion more likely since the predominant thought 
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in “Polly Peachtree” obviously is “Peach,” which is equally sug- 
gestive of the character of the goods in all the marks. 

It is hardly logical to say that “appellant’s marks are valid 
trade-marks,” and at the same time sustain appellee’s right to 
register chiefly upon the theory, as I understand the situation, that 
opposer unfortunately selected trade-marks which are so suggestive 
as to make confusion easy. 

The majority opinion says: 

“That appellant’s marks are valid trade-marks we do not question, but 
it is also true that if one engaged in the production of perfumeries should 
manufacture a perfume made from peach blossoms, he would have the 
right to so label and describe it upon such goods, notwithstanding appel- 
lant’s trade-marks, provided he did so in such a way as to differentiate such 
description from the form of the marks used by appellant.” 

Just what is meant by this statement is difficult to say. If the 
writer intended to convey the impression that on account of the 
word “Peach,” in appellant’s marks, being suggestive, the appellee 
would have the right to so label his peach perfumery and in doing 


so use the word “Peach” as a trade-mark, regardless of confusion 


that might result, it is clearly against numerous decisions by this 


court. If the statement does not mean that, it is useless and mis- 
leading. Of course, he would have the right to “describe” his 
product by saying that it was made from peach blossoms, but that 
is far from saying that he would have the right to use “Peach 
Blossom” as a trade-mark. We have repeatedly held that the right 
to register is to be distinguished from the right to use. National 
Biscuit Co. v. Sheridan, 18 C. C. P. A. (Patents) , 44 F. (2d) 
987 [21 T.-M. Rep. 27]; American Fruit Growers, Inc. v. Michi- 
gan Fruit Growers, Inc., 17 C. C. P. A. (Patents) 906, 38 F. (2d) 
696 [20 T.-M. Rep. 135]; California Packing Corp. v. Tillman 
§ Bendel, Inc., 17 C. C. P. A. (Patents) 1048, 40 F. (2d) 108 
[20 T.-M. Rep. 238]. A trade-mark may not be registered if it 
is probable that confusion will result between it and a valid regis- 
tered mark. Since appellee concedes that appellant’s trade-marks 
are valid, the fact that they are suggestive should not lessen our 


vigilance in ascertaining the probability of confusion, since if they 
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both suggest the same thing there is more probability of confusion 
than there would otherwise be. 

Second. Irrespective of the above consideration, I think this 
record presents a state of facts from which no other reasonable 
conclusion can be deduced than that confusion to the public will 
result from the registration and use of appellee’s trade-mark “Polly 
Peachtree.” For two or three generations, appellant’s “Peach 
brand” trade-marks have been one of the leaders of toilet articles 
and have been popular with the toilet article purchasing public. 
It is natural to conclude that when a new trade-mark containing 
the word “Peach,’ used in connection with the sale of a toilet 
article, is placed on the market, the public will think it is another 
of the “Peach” family of appellant. The fact that appellant has 
four “Peach” trade-marks increases the likelihood of confusion. 
Many purchasers will be led to buy “Polly Peachtree” toilet water 
through an incorrect belief as to its origin. 

Congress intended to encourage the registration of trade-marks 
only which would not lead to confusion. It had no right to remedy, 
and did not attempt to provide a remedy for, the confusion the 
public would necessarily have to suffer by virtue of rights and 
limitations which grew out of the use of trade-marks and irrespec- 
tive of their registration. 

Since I am convinced that confusion will result and disagree 
with the inferred reasons for arriving at the conclusion which the 
majority reached, I must dissent. The opposition should have 
been sustained. 

HatFIiELp, J., concurs in the dissenting opinion. 
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Pratt Foop Company v. THE Crete MILLs anp Security MILLs 
AND Freep ComMPANY 


United States Court of Customs and Patent Appeals 
March 25, 1931 


Trapve-Marxs—IntTerFERENCE—Mortion to Duissotve—Province or Exam- 

INER. 

A motion to dissolve filed by one party (appellant) to an inter- 
ference, held equivalent to an acquiescence or consent of the party to 
registration by the other. Moreover, in these conditions appellant 
could not adduce as an assignment of error the fact that the Exam- 
iner of Interferences made no ruling upon its motion to dissolve, 
inasmuch as such a ruling is, under the Act, the province of the 
Examiner of Trade-Marks. 

Trape-Marxs—Conruictinc Marxs—“Vicrory” anp “Victor.” 

The word “Victory,” used in connection with the figure of an eagle 
having outspread wings, held to be confusingly similar to a mark 
consisting of the word “Victor” used in connection with a representa- 
tion of a sword, both marks being used upon bird and poultry foods. 

On appeal from decision of the Commissioner of Patents in 
an interference proceeding awarding registration to applicant. 


Affirmed. For the Commissioner’s decision, see 19 T.-M. Rep. 380. 


George R. Hamlin, of Washington, D. C., for appellant. 
R. J. Mawhinney, of Washington, D. C., for appellee. 


Garrett, J.: This is a trade-mark interference proceeding 
arising under the Trade-Mark Registration Act of 1905, as amended. 

Appellant, as Pratt Food Company, of Philadelphia, Pa., on 
January 23, 1923, secured registration, No. 163,695, of the word 
“Victory” for trade-mark use for “foods for chickens, ducks, 
turkeys, geese, pigeons, birds and fowl.” The application for 
this registration seems to have been filed December 6, 1921, and 
use of the mark alleged “since on or about October 1, 1920.” 

Prior to that time, to wit, on February 14, 1922, Security Mills 
and Feed Company, of Knoxville, Tenn., had secured registration, 
No. 151,941, of the word “Victor,” apparently, in connection with 
the figure of an eagle having outstretched wings, for use on “Poultry 
feed.” 

In an application originally filed July 28, 1926, but which 
was put in final form December 13, 1927, The Crete Mills, of Crete, 
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Neb., sought to register, for use on certain poultry feeds, the word 
“Victor,” printed somewhat diagonally and pierced at an angle by 
a representation of a sword. Use of the mark was alleged as fol- 
lows: For Chick Mash, 1918; Chick Food, 1908; Growing Mash, 
1918; Hen Scratch, 1918; Laying Mash, 1918; Poultry Fattener, 
1914; Husky Scratch, 1920; Crate Fattener, 1914. 

In April, 1928, the Examiner of Trade-Marks declared an 
interference to exist between the application of The Crete Mills 
and the registrations mentioned. 

Registrant, Security Mills and Feed Company, made no 
response to the notice of interference and took no part in the 
subsequent proceedings. It is, therefore, only a nominal party 
herein and its registration need be no further considered. The 
issue is solely between Pratt Food Company and The Crete Mills, 
and “appellee,” as hereinafter used, will be understood as referring 
wholly to The Crete Mills. 

On May 9, 1928, appellant filed a motion for dissolution of the 
interference on the ground “that no interference in fact exists be- 
tween the trade-mark ‘Victory’ . . . . and the trade-marks of the 
[other] parties.” 

This motion alleged (a) that “Victory” and “Victor” do not 
conflict; (b) that “Victory,’ as registered by appellant, stands 
alone and has a wholly different appearance from “Victor” in 
association with the figure of an eagle, or in association with a 
representation of a sword; (c) that some admission by the counsel 
for The Crete Mills in a “paper filed August 17, 1927,” expressing 
doubt whether confusion could arise between the two marks was 
binding; and (d) that a certain waiver by the Quaker Oats Com- 
pany in appellee’s favor negatived the presumption that appellee 
was claiming the word “Victor” alone, as did the fact that, in the 
drawing accompanying appellee’s application, the word was asso- 
ciated with the sword. 

In June, 1928, the motion for dissolution was overruled by 
the Examiner of Trade-Marks, who stated, among other things: 


“The Examiner is clearly of the opinion that the words ‘Victor’ and 
‘Victory’ conflict when used upon the same goods. Sound and appearance 
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of the words are alike and the association of either word with such 
devices as swords or eagles merely enhances the idea of conquest common 
to the two words. It is not believed that any expressions of doubt in the 
record of one of the parties estops that party from seeking to have the 
doubtful issue determined in an interference or that failure to oppose 
a published mark should lead to a presumption of acquiescence.” 

Following the overruling of this motion for dissolution proof 
was taken by both parties, and, on January 28, 1929, the Exam- 
iner of Interferences rendered decision adjudging The Crete Mills 
to be “entitled to the registration for which it has made applica- 
tion.” 

Upon appeal to the Commissioner of Patents the decision of 
the Examiner of Interferences was affirmed. The issue was then 
brought before us by appeal. 

In the notice of appeal, appellant sets out fifteen assignments 
of error; in his brief it is stated that his reliance is upon ten of 
these assignments. 

Of those so relied upon it seems proper first to consider the 
ones which assert error in the alleged failure of the Examiner 
of Interference to “rule upon interference in fact.” This con- 
tention is expressed in assignments 2, 3 and 10. 

It is the insistence of appellant that the Examiner of Inter- 
ferences made no ruling upon its motion to dissolve, and that, there- 
fore, the provisions of section 7 of the Trade-Mark Registration 
Act were not complied with; that it has been denied a right made 
mandatory by statute, and that the decision should be reversed 


and, presumably, the matter remanded for an express declaration 


or holding by the Examiner of Interferences upon this point. 


As to this contention we have only to say that it seems to us 
that appellant would have read into the statute language not now 
contained therein. Section 7 of the statute makes no mention of 
“motions for dissolution.”” The only applicable language here seems 
to be that: 


“ 


. . the Commissioner . . . . in every case of interference... . 
shall direct ‘the Examiner in charge of interferences to determine the ques- 
tion of the right of registration to such trade-mark, . . . . in such manner 
and upon such notice to those interested as the Commissioner may by 
rules prescribe.” (Italics ours.) 
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Appellant has not made, and is not before us making, objection 
to appellee registering its mark, except, of course, it does not wish 
this to be done under an adjudication of priority in appellee's 
favor. 

Appellant is not an opposer, in the sense of the statute, in 
these proceedings; the interference was not declared upon its 
initiative, but was the act of the Examiner of Trade-Marks presum- 
ably, acting for the Commissioner of Patents under general instruc- 
tions. 

The obvious purpose of declaring the interference was to place 
the matter in a situation where the right of appellee to register 
might be passed upon in the light of the prior registrations found 
of record. Since no one appeared opposing appellee’s application, 
and since, under the facts appearing, the Examiner of Trade- 
Marks did not feel it proper to either grant or reject the applica- 
tion without the question of priority being determined the inter- 
ference was declared. 

Section 26 of the Trade-Mark Registration Act provides: 


“That the Commissioner of Patents is authorized to make rules and 
regulations, not inconsistent with law, for the conduct of proceedings in 
reference to the registration of trade-marks provided for by this Act.” 

Acting under this general authority rules “governing the regis- 
tration of trade-marks” have been promulgated, among them rule 54, 
the here material portion of which reads: 


“Motions to dissolve an interference upon the ground that no inter- 
ference in fact exists . . . . or which deny the registrability of an 
applicant’s mark . . . . will be heard and determined by the Examiner 
of Trade-Marks.” 

Also rule 55, which, in part, reads: 


“The decision of the Examiner in charge of trade-marks, upon a 
motion for dissolution, will be binding upon the Examiner in charge of 
interferences unless reversed or modified on appeal.” 

We find nothing inconsistent with the statute in these rules. 
The statute does not require the Examiner of Interferences to pass 
upon motions to dissolve except, of course, as such motions may 
relate to the “right of registration.” In determining that right 
he may reverse or modify a decision of the Examiner of Trade- 
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Marks. If there were no rule such as 55 and the Examiner of 
Interferences did not expressly or by clear implication reverse 
or modify a decision of the Examiner of Trade-Marks declaring an 
interference, the latter’s holding would necessarily stand as an 
adjudication. 

What the statute expressly requires of the Examiner of Inter- 
ferences is determination of the right to registration. That he did 
expressly determine and declare in his decision in this case. 

Our recent decision in the Skookum Packers’ Ass’n v. Pacific 
Northwest Canning Co., 18 C. C. P. A. (Patents) , 45 F. (2d) 
915 [21 T.-M. Rep. 50], will be found to contain matter here 
relevant. 





In cases where there is an opposer the Examiner of Inter- 
ferences is also charged by the statute with determining ‘the suf- 
ficiency of objections to registration.” 

That element is not presented in this case. Appellant’s mo- 
tion to dissolve was not the act of an opposer. On the contrary, 
it was equivalent to an act of acquiescence, or of consent on ap- 
pellant’s part to the registration sought. 

The expression in the decision of the Examiner of Interfer- 
ences, which reads, 

“This adjudication is regardless of whether the trade-mark rights of 
the parties are the same or different,” 
is taken by us to mean that no matter whether he agreed with the 
Examiner of Trade-Marks or not, on the matter of an interference 
being properly declared, appellee was entitled to register; that 
is, were the interference dissolved, appellee would be entitled 
to register because of there being no conflict, while, if there was 
a conflict between the words, appellee was still entitled to register 
because of its priority in the use of its word. 

Under this view it was not necessary for the Examiner of 


Interferences either to affirm or reverse the Examiner of Trade- 
Marks. 


Assignments of error Nos. 2, 3 and 10 are without merit and 
are overruled. 
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Other assignments of error relate to the matter of appellee’s 
word being associated with a representation of a sword, it being 
claimed that the mark must be treated as a whole, and that the 
presence of the sword affects the appearance of the mark. 

This goes to the question of whether the marks of the respec- 
tive parties so nearly resemble each other as that their applica- 
tion to goods, admittedly of the same descriptive properties, would 
be likely to cause confusion or mistake in the mind of the public 
or to deceive purchasers. 

We think there can be no serious question that such is the 
case. A mere inspection of appellee’s mark is sufficient to demon- 
strate that the word “Victor” is its dominating feature. The evi- 
dence is practically undisputed that the products upon which it 
is used are designated in the trade by both customers and salesmen 
as “Victor” products. The sword is but a subordinate characteristic 
of the mark and plays little, if any, part in the usages of trade 
in the products. Even without testimony “Victor” and “Victory” 
so closely simulate each other in appearance and sound as that 
it seems obvious confusion would likely arise in their use. But we 
are not left to speculate about likelihoods or probabilities. Actual 
confusion has been proven to have already occurred not alone when 
the words have been applied to flour, a product not here involved, 
but when applied to poultry foods. 

The assignments of error upon this issue are also overruled. 

The only remaining question of importance is that of who was 
the prior user. 

There is no serious dispute but that appellant has used its 
word “Victory” upon poultry food products substantially con- 
tinuously since 1920. 

Relative to the use of “Victor” by appellee, the board, in its 
decision, said: 


“It must be held the decision of the Examiner of Trade-Mark Interfer- 
ences that The Crete Mills was first to adopt the mark including the word 
‘Victor’ upon poultry feed is correct. The witnesses A. L. Johnson, 
Q. 54 to Q. 59, and B. L. Johnson, Q. 28 to Q. 30 and Q. 32, corroborated 
by the witnesses Talhelm, Q. 12 to Q. 14 and Q. 18, and Monaghan, Q. 18, 
fairly establish the use of the ‘Victor’ trade-mark, whether with or without 
the sword is deemed immaterial, upon poultry food as early as 1908.” 
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Appellant has attacked the sufficiency of the evidence adduced 
by appellee to prove use of its mark upon poultry feeds earlier 
than the time when appellant began the use of “Victory” on its 
poultry food. 

It is sufficient for us to say, on this point, that the evidence has 
been examined and we do not feel justified in reversing the finding 
of facts by the tribunals of the Patent Office in concurring decisions. 

The assignments of error relating to the effect of a certain 
permission given by the Quaker Oats Company to The Crete Mills 
to use “Victor” upon certain products is not pressed by appellant, 
nor is there any serious insistence that an expression by an attorney, 
for appellee, in a letter of August 17, 1927, addressed to the Patent 
Office, to the effect that “it is not at all certain’ whether confusion 
would occur, is binding upon appellee. 

We do not regard either of these matters as entitled to con- 
sideration in determining the case. All assignments of error are 
overruled and the decision of the Commissioner of Patents is 
affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—No Proof of Injury 


Kinnan, F. A. C.: Held that McKesson & Robbins, Incorpo- 
rated, had not established any ground for cancelling a certificate 
of registration issued, under the Act of March 19, 1920, to The 
Centaur Company, of a mark consisting of the word “Castoria’’ 
appearing upon a rectangular panel, as a trade-mark for a medici- 
nal preparation. 

The ground of the decision is that the petitioner, McKesson & 
Robbins, Inc., has not established injury. 

In his decision, after stating that the testimony showed long 
use of the mark and extensive advertising by the registrant and 
noting petitioner’s argument that the testimony establishes that a 
number of other parties were using this mark on the goods speci- 
fied during the year prior to the registrant’s application for regis- 
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tration and that, if the panel and the curve of the letters of the 
word “Castoria’’ constitute material features of the registered 
mark such as to distinguish it from the word as used by others, 
then the mark should have been registered under the Act of 1905 
with the word disclaimed, the First Assistant Commissioner said 
that it was believed that the case could be disposed of on the ground 
that petitioner was not damaged by the registration and further 
said: 


“The long period the registrant has been using the mark as shown In 
its registration, the large amounts spent in advertising, the very extensive 
sales of its goods under the mark incline to the view that the petitioner, 
who began use of the mark only in 1928 and has used it to a very limited 
extent, is not damaged by the registration over the damage which it must 
suffer by reason of the registrant’s prior and extensive use. In reaching 
this conclusion, the holding of the District Court for the Western District 
of Pennsylvania in the case of Centaur V. Genesh, 33 F. (2d) 985 [19 
T.-M. Rep. 294], has been taken into consideration.” * 


Classification of Goods 


Moore, A. C.: Held that the Examiner of Trade-Marks 
properly refused to register, under the Act of 1905, on an applica- 
tion of the Clark Stek-O Corporation the term “Stek-O” as a 
trade-mark for a powdered wheat flour product for use as a sizing, 
a spreader when combined with insecticide, etc., in Class 6, chemi- 
cals, medicines, and pharmaceutical preparations. 

The ground of the decision is that applicant has shown no use 
of the mark on goods properly classifiable in Class 6, and the labels 
submitted with the application are inconsistent with any such 
classification. 

In his decision, the Assistant Commissioner said: 


“The Examiner has not required that the labels filed with the applica- 
tion show the uses to which the product is put, his objection being want 
of consistency as between the definition of the applicant’s goods as found 
in its statement and the definition which occurs on its labels. Under one 
of the definitions its goods would be classified in Class 5, whereas under 
the other they would be classified in Class 6. 

“As the applicant has already secured registration of its mark for 
the same goods in Class 5, in order that the said mark may be registered 
in another class, the application should bring out with certainty the fact 
that it has used the mark on goods classified in the said other class.” 


*McKesson & Robbins, Inc. v. The Centaur Company, 156 M. D. 576, 
February 9, 1931. 
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With reference to applicant’s argument that the word “Stayco” 
has been registered to another party for starch in Class 6 and that 
an interference should be declared, he said: 

7 . it may be stated that it is not the practice of the Office 
to declare interferences between trade-mark applications or between trade- 
mark applications and registrations where the respective goods of the 
parties fall within separate classes. If the applicant is of the opinion 
that it is injured by said registrations, then the remedy afforded by law 
is by petition for the cancellation of said registrations.” * 


Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, as a trade-mark for cleaning compounds, 
a mark consisting of the word “Magnetic” and the representation 
of two horseshoe magnets with the words “Crystals Clean Like 
Magic,” the words other than the word “Magnetic” being dis- 
claimed, in view of certain prior registrations which include repre- 
sentations of horseshoe magnets. 

In his decision, after stating that applicant’s argument, that 


it had registered a mark comprising the word ‘Magnetic’ prior 
to the date of use claimed in one of the registrations cited, is im- 


material to the question in issue, the First Assistant Commissioner 
said: 


“It is thought to be plain use by the applicant of its representation 
of the horseshoe magnets upon its goods would cause confusion in trade 
with the representations of horseshoe magnets in the registered marks 
relied upon by the Examiner since the goods are the same. If this con- 
clusion is correct, as it is deemed to be, it is determinative of the matters 
here since the applicant should not be permitted registration of a mark 
confusingly similar to that already adopted and used by another upon 
the same class of goods. (Citing decision.)” * 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for hosiery and knitted underwear, the term 
“Slenderknit” in view of the prior use and registration by opposer 
of the term “Slenderette” upon the same goods. 

? Ex parte Clark Stek-O Corporation, 156 M. D. 587, February 26, 1931. 


8 Ex parte The Lavo Company of America, 156 M. D. 570, February 2 2, 
1931. 
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The ground of the decision is that the marks are so similar 
that their contemporaneous use would be likely to cause confusion. 

In his decision, after stating that it was conceded that opposer 
was the first in the field and noting applicant’s contention that 
the words “slender” and “slend’” are publici juris and that there 
is no similarity between the suffixes “nit” and “ette,” the First As- 
sistant Commissioner said: 


“Following the rule laid down in the case of National Biscuit Company 
v. Sheridan, 402 O. G. 4, 44 F. (2d) 987, 18 C. C. P. A. (Patents) 
[21 T.-M. Rep. 27], it is not thought the registrations to which the ap- 
plicant has called attention justify the conclusion that there is no likeli- 
hood of confusion between the marks of the applicant and the opposer. 
When such marks are considered as a whole, it is believed clear enough 
the marks are so nearly alike that confusion in trade would be inevitable 
if they appeared upon the goods of the respective parties in the same 
market.” * 





Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for cheese, a mark consisting of an open triangle 
with a horizontal band connecting the upstanding sides of the 
triangle and including within the triangle the word “Breakstone’s” 
and a smaller triangle containing the numeral “3” and the word 
“Point,” in view of the prior use by opposer of a similar mark on 
the same goods. 

In his decision, the Assistant Commissioner said: 


“The parties apparently were of the opinion that the essential charac- 
teristics of their respective marks are the same. The lettering on the 
applicant’s mark, it is believed, would not be regarded by the public as 
constituting any part of the mark. 

“It is believed that the Examiner of Interferences committed an error 
in deciding the case on a comparison of the respective labels of the parties 
rather than a comparison of the dominating features of the two marks. 

* + * * 


“It may be noted in this connection that both labels in the instant case 
contain many features in addition to the dominating characteristics of 
the respective marks.” 

With reference to the applicant’s argument that, in view of 
other prior registrations, opposer is not entitled to claim broadly 
the exclusive use of a triangle combined with a cross bar, the 


* Wayne Knitting Mills v. H. T. Bryan, Jr., 156 M. D. 571, February 5, 
1931. 
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Assistant Commissioner held that those registrations could not be 
considered, citing the decision of the Court of Customs and Patent 
Appeals in Sharp §& Dohme v. Parke, Davis & Co., 394 O. G. 545, 
37 F. (2d) 960, 17 C. C. P. A. 842 [20 T.-M. Rep. 79]. He then 
said: 

“It may be stated, however, that of the many registrations referred 


to not one clearly discloses as the dominant features of the mark an open 
triangle with the upstanding sides thereof connected by a band.” ® 


Kinnan, F. A. C.: Held that Macfadden Publications, Inc., 
was not entitled to register, under the Act of 1905, a mark con- 
sisting of the words “Beauty and Charm” as a trade-mark for a 
monthly magazine, in view of the prior adoption, use and registra- 
tion, by L. Bamberger & Co. Publishing Co., of the the word 
“Charm” as a trade-mark for monthly periodicals, and that the 
registration which had been obtained should be cancelled. 

The ground of the decision is that the marks are so similar that 
their contemporaneous use on the goods of the respective parties 
would be likely to cause confusion. 

In his decision, with reference to the use of similar marks by 
other parties, the First Assistant Commissioner said: 


“It is not thought the use by other parties of different marks or names 
need be considered here nor can such use help the applicant’s case. (Citing 
decisions.)” 


With respect to the likelihood of confusion, he said: 


“The respondent has adopted the complete mark of the petitioner and 
merely added to it another and separate word. It is thought quite prob- 
able confusion would result if both publications appear in the same 
locality where they might be observed by the same individuals.” ° 


Goods of Same Descriptive Properties 


Moore, A. C.: Held that applicant is not entitled to register 
the word “Majestic” as a trade-mark for phonographs, in view of 
certain prior registrations to Grigsby-Grunow-Hinds Co. (regis- 


®Gerber & Co., Inc. v. Breakstone Bros., Inc., 156 M. D. 582, Feb- 
ruary 12, 1931. 

*L. Bamberger & Co. Publishing Co. v. Macfadden Publications, 156 
M. D. 585, February 13, 1931. 
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trations No. 224,670 and No. 246,213) for reproducers for radio 
receivers and radio receiving sets, respectively. 

The ground of the decision is that the goods of the respective 
parties are such that the use of the same mark thereon would be 
likely to cause confusion of ownership or origin. 

In his decision, after noting certain decisions cited by the 
Examiner and stating applicant’s contention that the goods are 
not of the same descriptive properties and that it would not be a 
natural expansion of the registrant’s business to sell phonographs, 
the Assistant Commissioner said: 


“The question involved is not one of an expansion of the business of 
a manufacturer, but one of likelihood of confusion in the mind of the 
public or deception with respect to the origin or ownership of the goods. 
In view of the rulings of the Court of Customs and Patent Appeals (see 
Cheek-Neal Coffee Company v. Hal Dick Manufacturing Company, 395 
O. G. 10, 40 F. (2d) 106), it is believed that the applicant’s phonographs 
may be regarded as goods of the same descriptive properties as repro- 
ducers for radio receivers and for radio receiving sets.” * 


Interference—Abandonment 


Kinnan, F. A. C.: Held that the Dairy Maid Confectionery 
Company had proven use by its predecessor in business, of the 
term “Dairy Maid,” as a trade-mark for candy, prior to any date 
of use established by Brewster Sons Company (Brewster Ideal 
Chocolate Co., successor) and that there was no abandonment of 
that mark. 

In his decision, after noting that the testimony on behalf of 
Brewster Sons Company established no use prior to 1912 and 
that from the testimony on behalf of the applicant it appears the 
mark had been in use by Otto Glaser, Sr., as early as 1908, and 
stating that the question in issue depended upon whether the mark 
was abandoned by Glaser when he went out of business in Novem- 
ber, 1915, and noting that the evidence showed that some weeks 
prior to his filing a petition in bankruptcy he made an oral transfer 
of his trade-mark rights to his daughter and son, the First Assistant 
Commissioner held that this transfer was not a transfer merely of 


* Ex parte Allen-Hough Carryola Co., 156 M. D. 539, December 17, 1930. 












218 TWENTY-ONE TRADE-MARK REPORTER 


the trade-mark, but of whatever good-will and business Glaser 
had. 

Further, after referring to the financial condition of the father 
and the use of the mark by the daughter and son as soon as they 
got started in their store, he said: 


“ 


ma . it seems a fair conclusion that the father transferred not 
only the mark, but whatever good-will and business he still possessed. 
It is evident the continuance of the use of the mark by the daughter 
and son was at least partly to obtain the benefit of whatever good-will 
and business their father possessed.” 

And then, after stating that because the business was of small 
value to anyone except the father and his two children and pos- 
sibly for that reason the father did not list the mark among his 
assets in his petition in bankruptcy, and for a similar reason his 
trustee did not seek to reclaim the title to the mark for the benefit 
of the creditors, he said: 


“At any rate, it is not believed the failure of the father, whatever 
his motive, to list the trade-mark among his assets in his petition is 
ground for holding abandonment of the mark, since neither the title to 
the mark nor the good-will and business conducted under it ever passed 
to any of the creditors.” * 


Interference—Evidence 


Moore, A. C.: Held that Ward-Owsley Co., Inc., is not 
entitled to register, as a trade-mark for candy, the term “Chuckle,” 
and that Fred W. Amend Co. is entitled to register that mark for 
the same goods. 

In his decision, the Assistant Commissioner stated that the 
record shows that the appellee was the first of the two parties 
to actually use the mark and the question in issue is whether the 
appellant is entitled to the alleged date of use of a predecessor 
through a transfer from the Frank A. Menne Factory of the 
National Candy Company. 


Then, after discussing the testimony alleged to show an actual 
use by Frank A. Menne Factory of the mark in question and a 


*Dairy Maid Confectionery Co. v. Brewster Sons Co., 156 M. D. 579, 
February 11, 1931. 
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valid transfer to the appellant, he held that the evidence was not 
sufficient to show such an actual use by the Menne Factory and 
said: 


“But, even if it be assumed that the National Candy Co. made trade- 
mark use of “Chuckle” prior to 1920, still it is believed that the appellant 
is not entitled to said date by said assignment.” 


With reference to the question as to this transfer, he said: 


“The appellant and the Frank A. Menne Factory each continued 
to use said trade-mark on its respective item of candy for more than 
six months after the date of said assignment. Nor is there any evidence 
that any property or property rights passed from the National Candy Co. 
to the appellant. In fact, it is not understood to be the contention of the 
appellant that it was the intention of either of the parties to said assign- 
ment that any of the property or business of the National Candy Co. 
should be transferred to the appellant company, But only that the ‘entire 
right, title, and interest in and to said trade-mark, and the good-will of 
the business in connection with the said trade-mark’ should be trans- 
ferred.” 


Then, after stating that it is well settled that a trade-mark 
cannot be assigned except as an incidental to the transfer of busi- 
ness and the same is true as to good-will, which is but an incident 
to, and can have no existence apart from, the business in which 
it had its origin, and quoting and citing from the decision of the 
Court of Appeals of the District of Columbia in Mayer Fertilizer 
§ Junk Company v. Virginia-Carolina Chemical Company, 156 
O. G. 5389, 35 App. D. C. 425, he said: 

“It follows from the above that even if it were found that the Frank 
A. Menne Factory branch of the National Candy Co. made trade-mark 
use of said mark earlier than 1920 and continued the use of said mark 
on candy until 1929, when the National Candy Co. discontinued the 
business of the Frank A. Menne Factory and thereby abandoned said 
mark, still the appellant would not be entitled to its registration. In 
such event, neither of the parties to this controvérsy could claim priority 


with respect to said mark. (Citing Justin Seubert, Inc. v. A. Santaella 
§ Company, 166 O. G. 987; 36 App. D. C. 447 [1 T.-M. Rep. 42].) 


- 










sd - 





* * 





“I am constrained to hold, however, that so far as shown by the evi- 


dence, the appellee was the first to adopt and use said trade-mark on 
candy.” *® 


* Ward-Owsley Co., Inc. v. Fred W. Amend Co., 156 M. D. 512, Novem- 
ber 1, 1930. 
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Non-conflicting Marks 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for cutter blades for rotary cutter heads, a mark 
described as consisting of “a blue stripe applied along the back 
edge of the blade,’ notwithstanding the prior use by opposer of 
a red stripe, streak, or band on knives, saws, and their parts and 
the use of bits or cutter teeth with blue upon the sides of the tips 
or cutting points. 

In his decision, after stating that opposer was first in the 
field with its red mark, the First Assistant Commissioner said: 


“If the opposer had shown no more than the use of the red coloring 
in its marks, its opposition must necessarily fail and be dismissed under 
the holdings in a long line of decisions of which that of the Court of 
Customs and Patent Appeals in the Lufkin Rule Company v. Master 
Rule Mfg. Company, 399 O. G. 4, 40 F. (2d) 991 [20 T.-M. Rep. 330], 
is particularly pertinent and determinative.” 


With respect to the argument based upon the blue tips, the 
First Assistant Commissioner, after referring to the testimony of 


the witness that the blue appeared upon the bits when they came 
from the last heating, and stating that it was common knowledge 
that a blue color is often produced in the heat treating of the cut- 
ting portions of tools, said: 


“ 


. . it is believed the purchasing public would not be inclined to 
attach trade-mark significance to the blue color of the sides of the cutting 
bits when they were used, as indicated in briefs, upon cutters carrying 
the opposer’s red trade-mark. Even if there were some significance of 
origin conveyed to purchasers it is believed they would not confuse these 
small blue surfaces on the cutting bits with the blue stripe of the ap- 
plicant’s trade-mark located, as is the latter, upon the back edge of the 
blade.” * 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for hacksaw blades, the mark described as con- 
sisting of “coloring one end of the hacksaw blades with blue,’ 
notwithstanding the opposer’s use of a red stripe, streak, or band 
on knives, saws and their parts. The grounds of the decision are 


Simonds Saw and Steel Co. v. E. C. Atkins and Co., 156 M. D. 573, 
February 6, 1931. 
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the same as those set up in the companion case, No. 10,297, appear- 
ing just above."* 


Not a Trade-mark 


Moore, A. C.: Held that applicant is not entitled to register, 
under the Act of 1920, the notation “Model-B,” as a trade-mark 
for certain named milling machinery. 

The ground of the decision is that the term does not func- 
tion to indicate origin or ownership. 

In his decision, the Assistant Commissioner, after stating that 
it is fundamental in the law of trade-marks that in order that a 
mark shall be registrable it must indicate origin or ownership, said: 


“As pointed out by the Examiner of Trade-Marks, it is the common 
practice of manufacturers to adopt such terms as model, style, class, type 
or grade, in association with some letter or figure, to distinguish the article 
from those of a different model, style, class, type or grade, and not for the 
purpose of identifying the article as to its origin or ownership, and it is 
believed that no other effect would be produced upon the public mind.” 


No Trade-mark Use 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the coined word “Toledot” with three dots at each end 
of the word, as a trade-mark for porcelain enameled finishes. 

The ground of the decision is that the applicant does not sell 
enameled finishes, but only articles which have been finished and, 
therefore, has not used the trade-mark on the goods specified. 

In his decision, after noting that applicant does not claim to 
sell finishes separately but states that it applies the finishes to vari- 
ous articles, some of which it purchased outright, and others of 
which it has enameled for other parties, and quoting the definition 
of a trade-mark from Canal Co. v. Clark, 13 Wallace 311, the First 
Assistant Commissioner said: 


“In purchasing articles enameled by the applicant, the public would 
inevitably conclude the trade-mark appearing upon the enamel referred 
to the complete article. It is deemed clear enough the applicant’s mark 


1 Simonds Saw and Steel Co. v. E. C. Atkins and Co., 156 M. D. 573, 
February 6, 1931. 


* Ex parte Pratt & Whitney Co., 156 M. D. 559, January 19, 1931. 
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does not indicate origin or ownership of the goods. No part of the pur- 
chasing public, unless specifically informed to the contrary by other 
means, would understand the mark referred merely to the enamel.” 

He further stated that the case is controlled by the decision in 
the case of Ex parte Toledo Scale Co., 388 O. G. 8 [11 T.-M. 
Rep. 319].'* 


On What Goods 


Moors, A. C.: Held that a picture of two female heads facing 
each other, with the words ““Le Page Push-Up Wave” therebetween, 
is not registrable as a print for an article of manufacture described 
as a permanent wave in dressing women’s hair. 

The ground of the decision is that the rules of this Office 
state that no print can be registered unless it properly belongs 
to an article of manufacture and is descriptive thereof, and that 
a permanent wave is not an article of manufacture. 

In his decision, after referring to applicant’s argument that 


he has devised a method of dressing women’s hair in which some 
very pleasing effects are achieved, and that the “Push-Up Wave” 


made and sold by him is an article of manufacture, the Assistant 
Commissioner, after stating that applicant’s right to register de- 
pended upon the meaning of the words “article of manufacture,” 
said: 


“These words have been defined as follows: ‘By the words “articles 
of manufacture” (to which such print or label is applicable by this act) 
is meant all vendible commodities produced by hand, machinery, or art.’ 
(See page 516 of Hopkins on Trademarks, Tradenames and Unfair Com- 
petition, Fourth Edition.) 

“So far as appears of record, a permanent wave of a woman’s hair 
in its growing state has never been regarded as a vendible commodity.” “ 


* Ex parte The Toledo Porcelain Enamel Products Company, 156 M. S. 
537, December 5, 1930. 
* Ex parte Hector LePage, 156 M. D. 519, November 17, 1931. 





